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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 

Deew ne CAO: 2 ia Sie ad Shinde sae eee ane $ 5.00 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dieesr. 
Transportation extra. 


Tue Unirep States Trape-Mark AssociATIoNn, 
Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 


Address all communications to 82 Nassau Street, 


New York City. 
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NOW READY 


THE MASTER INDEX AND DIGEST 
TO VOLS. 15-26, INCLUSIVE 
of the Trade-Mark Reporter 


Reporter subscribers will welcome the opportunity to obtain the 
second volume of the general Index and Digest covering all the 
cases reported during the years 1925 to 1936, inclusive. 

The new work, which consists of over 500 pages, comprises, as 
did the earlier volume, a Table of Cases (more than 4,000), a com- 
prehensive Word List of all trade-marks and trade-names litigated, 
a Digest of all cases reported, expressed in clear, concise paragraphs 
and a cumulative Table of Citations covering the 26 volumes thus far 
published. Bound in either Brown Cloth or Brown Buckram to match 
your set. -Price $15.00, delivered. We should have your order without 
delay. 

Just fill out and mail the attached form. 


ORDER FORM 


United States Trade-Mark Association eae = $987. 
32 Nassau Street : 
New York City 

Gentlemen: 
_ Please send me (us) one copy of the Master Index and Digest to Vols. 15-26, 
inclusive, of the Trade-Mark Reporter, for which I (we) will remit the purchase 
price ($15.00) on delivery. Please send me (us) the brown cloth [ ] brown 

buckram [ ] binding. Check binding desired. 
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Big News for the Patent Man 


A New and Permanent Edition 


of 
WALKER ON PATENTS 


DELLER’S EDITION 
by 
Anthony William Deller 
of the New York Bar 

The work has been entirely rewritten and vastly extended in 
scope. Among the new features you will find such important 
topics as the patent monopoly in relation to Anti-Trust Laws, 
Declaratory Judgment, and an entire volume on Pleading, Prac- 
tice and Forms. Of especial interest to patent attorneys and mem- 
bers of the Patent Office is the amplified chapter on The Patent 
Application. 

The author, Mr. Anthony William Deller, is a practical and 
thoroughly experienced patent attorney as well as author and 
lecturer on Patent Law at Columbia University School of Engi- 
neering. 

The work will be kept to date by pocket parts to be issued as 
circumstances require or, in the event of wide changes in the 
future, replacement volumes will be issued—mnever an entirely new 
edition. 


SEND IN YOUR ORDER TODAY! 
Four Large Volumes Fifty Dollars 


Convenient terms may be arranged or send your 
check with order and deduct 6% for cash. 


UNITED STATES TRADE-MARK ASS’N 
32 Nassau St. New York, N. Y. 
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PopuLtaR MecuHaAnics Company v. Fawcetrr Pustications, INc. 
United States Circuit Court of Appeals, Third Circuit 
July 28, 1937 


Trape-Mark INFRINGEMENT—UNFaAIR Competit1ioN—Svuirs—Error 1n De- 
CREE—APPEAL. 


Where the court did not make clear its intention with respect to an 
award of an accounting for profits and damages, the decision was re- 
versed, with instructions to enter a decree for an accounting, with cer- 
tain additional provisions. 

In equity. Action for trade-mark infringement and unfair com- 
petition. Appeal from the District Court for the District of Dela- 


ware. Reversed. For decision below, see 25 T.-M. Rep. 95. 


Edward 8. Rogers, Hugh M. Morris, and Wm. T. Woodson, of 
Chicago, Ill., for appellant. 

Marvel, Morford, Ward & Logan and Chester W. Johnson, tor 
appellee. 


Before Burrineton, Davis and Biaes, Circuit Judges. 


Davis, C. J.: This is an appeal from a final decree of the Dis- 
trict Court (entered upon the mandate from this court) refusing to 
allow an accounting for damages and profits. 

This suit was originally brought in the District Court for the 
infringement of a trade-mark and unfair competition. The plaintiff, 
Popular Mechanics Company, has published its magazine, Popular 
Mechanics, since 1902. Popular Mechanics has been registered as a 
trade-mark since 1914. 


In 1928 the defendant began to publish a competitive magazine 


dealing with the same subjects under the name of Modern Mechanics 
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and Inventions. ‘The words “Modern Mechanics” were printed 
across the face of the magazine in large, bold type and the words 
“and Inventions” in small type under the “catchy” key words. De- 
fendant tried to have the name of its publication registered as a 
trade-mark. It was contested because of its similarity to the name 
of the plaintiff's magazine and registration was denied. 

The District Court found that the defendant was guilty of un- 
fair competition with the plaintiff. It held that plaintiff was en- 
titled to the exclusive use of the word “Mechanics” as the name of 
its magazine and accordingly enjoined the defendant “from using 
the word ‘Mechanics or Mechanix’ as the name or part of the name 
of any magazine or magazines published, offered for sale or sold by 
said defendant,’ and also ordered an accounting for profits and 
damages. 

The case was appealed to this court and while we entirely agreed 
with the learned District Judge that the defendant was guilty of 
unfair competition and the plaintiff was entitled to full protection, 
we held that the word “Mechanics” was a descriptive term, belonged 
to the public and plaintiff was not entitled to the exclusive use of 
the word to designate its magazine, but that the defendant, if it 
used the word as part of the name of its magazine, must do so in 
such manner as would distinguish its magazine from the plaintiff's 
and thus prevent deception to the purchasing public. We reversed 
the decree and remanded the case to the District Court for further 
proceedings in accordance with our opinion. 

In reversing the decree, we did not intend to deny an account- 
ing to the appellant for profits and damages. After reversing that 
part of the decree which enjoined the defendant from any use of 
the word “Mechanics,” as part of the name of its magazine, even 
though it might be used by defendant in such manner as to distinguish 
its magazine from the plaintiff's, we should have added the words 
that ‘“‘in other respects the decree is affirmed.” That would clearly 
have affirmed that part of the decree which awarded an accounting 
for profits and damages. We did not make clear what we intended 


and the refusal to award an accounting for profits and damages by 
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the learned District Judge when the mandate from this court went 


down was our fault and not his. We assume the responsibility for 


his refusal. 

The decree is reversed with directions to enter a decree allowing 
to plaintiff an accounting for profits and damages and in addition 
providing inter alia: 


a. That a perpetual injunction issue out of and under the seal of this 
court directed to the defendant, Fawcett Publications, Inc. ... from ad- 
vertising, marketing, designating, displaying, selling and/or offering for 
sale any magazine or magazines published by said defendant using as part 
of the title of said magazine or magazines the word “Mechanics” or 
“Mechanix” unless used in such manner as will distinguish defendant's 
magazine from plaintiffs magazine Popular Mechanics, and thus prevent 
deception to the purchasing public. 

b. from so dressing and contriving its publication as would be calculated 
to cause the same to be passed off or mistaken for the publication of the 
plaintiff; and 

c. from doing any act or thing, using any name, contrivance or artifice, 
or style or character of dress, which may be calculated to induce the be- 
lief that the defendant's publication is the publication of the plaintiff. 


BisceGuia Bros. Corporation v. Fruit Inpvustries, Lrp. 
(20 F. S. 564) 


United States District Court, Eastern District of Pennsylvania 
September 17, 1937 


Trape-M arks—REeEGistTRATION—EFFECT. 

The certificate of registration of a trade-mark is proof of adoption, 

but is not conclusive as to the validity of the mark. 
Trape-Marks—Ricgut—TerrirorgiaL Limits. 

The trade-mark right is not limited by territorial bounds, but this 
is true only in the sense that wherever the particular trade goes attended 
by the use of the mark, the rights of the trade-mark owner will be 
protected. 

Trape-Marks—Ricutrs—Prioriry or Use—Concurrent Use 1N SEPARATED 
MARKETS. 

Where two competing parties claim rights to the same trade-mark 
priority of appropriation determines title. This rule, however, does 
not apply where the same mark is used simultaneously by two producers 
in different markets, remote from each other, so that the mark means 
one thing in one market and an entirely different thing in another. 

TrRaApE—ABANDON MENT. 

Abandonment rests upon intent, in addition to acts indicating the 

fact. The failure of a claimant during a long period to assert and 
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enforce his rights, while a large and valuable competitive business grew 
up about it, is proof of an intent to abandon. 
Trape-Marks—Lacues—Loss or Prorecrion. 

Where a claimant fails by efforts which are reasonable in time and 
extent to project his business into territory where another is using the 
same mark, he will be denied equitable relief. 

Unrarr CompetitioN—Arrempts TO PreveENT Competitor FROM Ustne Law- 
FUL ‘TRADE-Mark. 

Attempts by defendant to restrain plaintiff from exercising its rights 

in its trade-mark in Pennsylvania held unfair competition. 
Trapve-Marks—INFRINGEMENT—“GREYSTONE” ON W1iNeE—STATE AND FEDERAI 
REGISTRATION S— V ALIDITY. 

The federal registration in 1911 by defendant’s predecessors of the 
word “Greystone” as a trade-mark for a hock type wine and _ the 
registration by plaintiff in Pennsylvania in 1936 of the same word as 
a trade-mark for wine both held valid. 

Trape-Mark INFRINGEMENT—Svits—LACHES. 

Defendant, although first to use the word “Greystone” as a trade- 
mark for wine in California, in permitting plaintiffs to produce and 
sell in Pennsylvania a still wine under the name “Greystone” and to 
build up a valuable good-will thereunder without protest held guilty of 
laches amounting to abandonment. 


Herman H. Krekstein, of Philadelphia, Pa., for plaintiff. 
Benjamin M. Golder, of Philadelphia, Pa., for defendant. 


We tsu, D. J.: This suit was brought by the plaintiff to restrain 
the defendant from interfering with the sale by the plaintiff in 
Pennsylvania of beverage wine under the trade-mark “Greystone.” 
The facts are complicated and the evidence voluminous, but the cir- 
cumstances essential to the determination of the issue may be briefly 
summarized, 

Since the repeal of prohibition in December, 1933, the plaintiff 
corporation and its predecessors, trading under the same name, have 
been selling “Greystone” wine to the Pennsylvania Liquor Control 
Board for distribution through its 500 or more state liquor stores, 
the only agency through which such distribution may be made in 
this state. The wine so branded includes virtually all types of 
still wines and is purchased by the plaintiff from Bisceglia Bros., 
a California partnership of the same name but having no connection 
or affiliation with the plaintiff corporation. The sales to the board 
amounted to $338,620.45 in 1934, increasing to $630,229.32 in 1936, 


and totaling $1,345,707.61 during the three years. Plaintiff has 
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during the same period advertised and promoted the sale of “Grey- 
stone” wines by the expenditure of $117,668.28. Ninety percent 
of the plaintiff's business consists of sales to the Pennsylvania 
Liquor Control Board and it is estimated that about 30 percent of 
the wine sold in the state is the plaintiff's “Greystone” brand. In 
addition to the adoption of the trade-mark “Greystone” at about 
the time of repeal, and its continued uninterrupted use thereafter, 
the plaintiff on February 6, 1936, registered the name under the 
state law as its trade-mark. 

On January 25, 1937, the defendant, by its counsel, notified the 
Liquor Control Board by letter that it claimed exclusive right to 
the trade-mark “Greystone,” and that the plaintiff was unlawfully 
using the same. The board, in order to avoid any possible liability 
resulting from the purchase and distribution of the plaintiff's prod- 
uct, because of the alleged infringement, discontinued further pur- 
chases from the plaintiff until March 5, 1937, when satisfactory 
indemnity arrangements were made, pending the outcome of the 
dispute. Defendant on February 5, 1937 also notified the plain- 
tiff of its claim and demanded that the plaintiff cease all further 
use of the trade-mark. Such notices and demands adversely affected 
the plaintiff's business between January 25 and March 5, 1937. 

The defendant’s claim to the trade-mark arises from the fol- 
lowing circumstances: California Wine Association, prior to 1910, 
purchased the Greystone Winery, a plant which had become a 
familiar landmark at St. Helena, Napa County, Calif. That asso- 
ciation thereafter used the name “Greystone” to identify certain 
light dry wines which were to some extent peculiar to that district. 
On January 9, 1911, the California Wine Association secured the 
registration in the Patent Office of the trade-mark “Greystone” for 
a hock type wine, claiming the use of the name since 1895. The 
registration and all other assets of the California Wine Association 
were thereafter assigned to the defendant, a co-operative associa- 


tion and the registration was renewed in 1931 and held in the de- 


fendant’s portfolio of trade-marks, pending the advent of repeal. 
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Between 1911 and 1914 the California Wine Association had 
attempted to promote the sale of domestic bottled wine, with little 
success and with comparatively few sales in Pennsylvania. At that 
time the greatest volume of wine business was done in bulk goods 
which were bottled by the purchaser under his own brand, and only 
a negligible quantity of Greystone was sold prior to prohibition in 
1920. After prohibition the defendant contacted the Pennsylvania 
Liquor Control Board with the view to selling its “Constitution” and 
“Olympic” brands of wine but making no offer of “Greystone.” 
Defendant, however, declined to sell to the board due to the board's 
credit terms. It is admitted that the defendant had knowledge early 
in 1934 of the sale of the plaintiff's “Greystone” wines in Penn- 
svlvania through the state stores. 

The old Greystone Winery had been sold by the defendant in 
1925 to Bisceglia Bros., the California partnership, and was used 
by them until 1933 for storage purposes. Thereafter Bisceglia Bros. 
used it for production and have since then supplied the plaintiff 
with bulk wine which has been bottled and sold by the plaintiff 
under the “Greystone” trade-mark. On September 19, 1933, Bis- 
ceglia Bros., the California partnership, registered the trade-mark 
“Greystone” in the Patent Office. They manufactured and sold 
wine under that name, and made no objection to the use of the same 
mark by their customer, the plaintiff, until May or June, 1936. 
This registration was, however, canceled at the instance of the 
defendant in an uncontested proceeding before the Patent Com- 
missioner. Defendant also sought to enjoin the use of the trade- 
mark by the Bisceglia Bros. partnership in an equity proceeding in 
California, which resulted in an agreement dated October 9, 1936, 
in which the Bisceglia Bros. partnership gave up to the defendant 


> 


all their rights to and interest in the trade-mark “Greystone,” in- 


cluding the plaintiff's registration of the name in Pennsylvania, 


despite the fact that they had no interest in such Pennsylvania regis- 
tration. Prior to that agreement the Bisceglia Bros. partnership 
had complained to the plaintiff of its use of the trade-mark, but, in 


a letter dated July 22, 1936, they had acknowledged the prior use 
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by the plaintiff in Pennsylvania, and abandoned to the plaintiff 
any rights which they had previously claimed in this state. 

The question presented is whether under these circumstances 
the defendant has the exclusive right to the use of the trade-mark 
“Greystone” in Pennsylvania, and is lawfully entitled to interfere 
with the sale of the plaintiff's “Greystone” wines to the Pennsyl- 
vania Liquor Control Board. Have the rights of the parties been 
affected by the extent of the use of the trade-mark; did the conduct 
of the defendant indicate an abandonment; and is the defendant 
estopped from asserting its claim to the trade-mark in Pennsylvania? 
These are the issues incidental to the determination of the case, and 
will be discussed at some length. 

The validity of the defendant’s registration of the trade-mark 
“Greystone” for a hock type wine is not questioned, nor is there 
any evidence of infringement prior to 1920. We may also concede 
the legality of the plaintiff's registration in Pennsylvania. But the 
effectiveness of such registrations is dependent upon the use of the 
names registered and the equities of the respective parties as they 
may have been affected by such use and the conduct of the claimants. 
The issue raised is of great importance to both parties and the sub- 
ject-matter of such value that we deem it necessary to review the 
principles of law and equity pertinent to the facts. 

Trade-marks and the rights of the owners have always been 
recognized at common law, regardless of the existence or provisions 
of registration acts. The certificate of registration is proof of 
adoption, but is not intended to be conclusive as to the validity of 
the mark, and the fact of registration or nonregistration does not 
affect the jurisdiction of the courts to determine the validity of the 
act of appropriation. Fraim Lock Co. v. Shimer, 43 Pa. Super. 
221. The exclusive right to the use of a trade-mark is founded upon 
priority of appropriation, McLean v. Fleming, 96 U. S. 245, 24 
LL. Ed. 828, and the purpose of a trade-mark is to identify the origin 
or ownership of an article of trade so that purchasers may recognize 
the goods so marked. Other owners or producers are prohibited 


from the use of the mark because such use would deprive the maker 
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of the goods of the profit and good-will incident to the sale of his 
product, Hanover Star Milling Co. v. Metcalf (Allen & Wheeler v. 
Hanover Star Milling Co.), 240 U.S. 403, 36 S. Ct. 357, 60 L. Ed. 
713 [6 T.-M. Rep. 149]. 

The exclusive ownership of a trade-mark exists only as an ap- 
purtenance to a particular business or trade with which it is con- 
nected, and is established by the use rather than by its mere adop- 
tion or registration. The trade-mark right is not limited by ter- 
ritorial bounds, but this is true only in the sense that wherever the 
particular trade goes, attended by the use of the mark, the rights 
of the trade-mark owner will be protected. United Drug Co. v. 
Theodore Rectanus, 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141 [9 
T.-M. Rep. 1]. The right frequently extends over a large area, 
depending upon the character of the business and the manner of use 
of the mark with the view to attracting customers. Hanover Star 


Milling Co. v. Metcalf, supra. 


The law of trade-marks is part of the law of unfair competition, 


and there are many cases involving the unlawful use of trade-marks 
by persons other than those entitled thereto by prior use. The 
wrong usually complained of is the sale, or possible sale, of the 
goods of one vendor or producer for those of another, with the at- 
tendant loss of business by the person entitled to it. There are 
many other cases involving the independent use of the same mark 
by competing parties at the same time and raising an issue as to their 
exclusive or respective rights. 

The general rule is that, where two competing parties claim 
rights to the same trade-mark, priority of appropriation determines 
the question as to who is entitled to the mark. McLean vy. Fleming, 
supra; Amoskeag Mfg. Co. v. Trainer, 101 U.S. 51, 25 L. Ed. 993. 
The reason for the rule is that purchasers are presumed to have 
known the mark as an indication of the origin of the goods so that 
the use of the mark by the competitor amounts to an attempt to sell 
his goods as those of the original producer. ‘The reason for such 
rule would not apply, however, where the same trade-mark is em- 


ployed simultaneously by two manufacturers in different markets, 
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entirely separate and remote from each other, so that the mark 
means one thing in one market and an entirely different thing in 
another. Sweet Sirteen Co. v. Sweet “16” Shop, Inc. (C. C. A.) 
15 F. (2d) 920 [17 T.-M. Rep. 71]. In such cases the question of 
prior appropriation is legally unimportant, unless it is shown that 
the second user of the mark has adopted it with the view to injuring 
the business of the first user, or to take the benefit of the reputation 
of his goods. Hanover Star Milling Co. v. Metcalf, supra. But, 
where they are innocently using the same trade-mark in separate 
markets, and neither is trading on the good-will of the other, there 
may be no conflict in fact, and therefore no wrong done which would 
call for legal redress. 

The present circumstances show that the defendant used the 
trade-mark in question to a limited extent many years ago, and not 
in Pennsylvania subsequent to 1920, while the plaintiff has exten- 
sively distributed its goods in this state continuously since Decem- 
ber, 1933. We must therefore determine whether under all the 
circumstances incident to such facts there has been an abandonment 
of the trade-mark by the defendant. We affirm at the outset that 
the disuse of a trade-mark due to a statutory prohibition of the sale 
of the article to which it is attached is not in itself an abandonment. 

It is well settled that, although trade-mark rights have been 
created by proper adoption and use, they may also be lost by 
abandonment, nonuser, laches, or acquiescence, and the claimant 
may be estopped from asserting such rights. Abandonment rests 
upon intent, in addition to acts indicating the fact (Sazrlehner v. 
Eisner & Mendelson Co., 179 U. S. 19, 21S. Ct. 7, 45 L. Ed. 60; 
DuPont Cellophane Co. v. Waxed Products Co. (D. C.) 6 F. Supp. 
859) [26 T.-M. Rep. 513], and, as to laches and acquiescence, it 
has been held that, where the defendant acted fraudulently or with 
knowledge of the plaintiff's right to the name, and the plaintiff de 
lays or acquiesces in the unlawful use, the plaintiff may be entitled 
to injunctive relief but not to accounting and damage, McLean v. 


Fleming, supra; Menendez v. Holt, 128 U.S. 514, 9 S. Ct. 143, 32 


L. Ed. 526. The averment of abandonment through acquiescence in 
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the use of a trade-mark by others must be established by proving 
the infringing use and also the existence of elements of an equitable 
estoppel (Menendez v. Holt, supra), while laches is based on the 


inequitable conduct of the trade-mark claimant and the inequity to 


the other user which would result if the claim were to be enforced. 


It exists where the party to whom laches is imputed has knowledge 
of his rights and an opportunity to protect them, but who, by reason 
of his delay, has given the other party reason to believe that there 
has been an abandonment, and has permitted a change in condi- 
tions such as would render it unjust to permit him to assert his 
claim to the exclusive use of the mark. Richardson v. D. M. 
Osborne & Co. (C. C.) 82 Fed. 95. 

The failure of a claimant during a long period to assert and 
enforce his rights and his essential disregard of the extensive use 
of the mark, while a large and valuable competitive business grew 
up about it, is proof of an intent to abandon. McKesson & Robbins, 
Inc. v. Charles H. Phillips Chemical Co. (C. C. A.) 53 F. (2d) 
342 [22 T.-M. Rep. 1]; France Milling Co. v. Washburn-Crosby 
Co. (C.C. A.) 7 F. (2d) 304 [15 T.-M. Rep. 185]. The continued, 
persistent, and adverse use of a trade-mark by others, with the 
knowledge of the first claimant, shows an abandonment of the ex- 
clusive claim to the mark. Where, by reason of such abandonment, 
new rights have arisen due to such adverse use, it would be in- 
equitable to restrain the subsequent users. Pflugh v. Eagle White 
Lead Co. (C. C. A.) 185 Fed. 769 [1 T.-M. Rep. 101]. It is in- 
cumbent upon the claimant to act with due diligence, for, where he 
fails by efforts which are reasonable in time and extent to project 
his business into the territory where another producer is using the 
same trade-mark, he will be denied equitable relief. He cannot be- 
cause, of mere ownership of the name, pre-empt the territory for- 
ever. Jacobs v. Iodent Chemical Co. (C. C. A.) 41 F. (2d) 637 
{20 T.-M. Rep. 283]. It would be a perversion of the rule as to 
priority to hold that an innocent party who had in good faith em- 
ployed a trade-mark in one state, and by its use built up a valuable 


business, and being the first user in that state, should be prevented 
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from using it, with the consequent destruction of his trade and good- 
will, upon the complaint of a prior user of the mark in other and 
remote markets, merely on the ground that the first use antedated 
that of the innocent second adopter. Sweet Sixteen Co. v. Sweet 
“16” Shop, Inc., supra; United Drug Co. v. Theodore Rectanus, 
supra. 

It does not seem essential that the plaintiff must have an 
absolute and exclusive right to the trade-mark in order to grant the 
protection necessary to preserve its rights. The defendant may be 
enjoined, although he also may be entitled to the use of the same 
mark, where the defendant uses it in such a way as to injure the 
plaintiff. It does not seem incompatible with any principle of law 
or equity to say that each of the parties may have and enjoy equal 
rights to separate and distinctive uses of the same trade-mark. The 
courts have recognized such rights by claimants in different parts 
of the country, Tillman & Bendel, Inc. v. California Packing Corp. 
(C. C. A.) 63 F. (2d) 489 [23 T.-M. Rep. 131]; Thomas G. Carroll 
& Son Co. v. McIlvaine & Baldwin (C. C.) 171 F. 125, affirmed 
(C. C. A.) 183 F. 22, and also for the use of the same mark on dif- 
ferent products of the same general class. Treager v. Gordon- 
Allen (C. C. A.) 71 F. (2d) 766 [24 T.-M. Rep. 419]; White Rock 
Mineral Springs Co. v. Akron Beverage & Cold Storage Co. 
(C. C. A.) 299 F. 775 [14 T.-M. Rep. 421]. 

The legal principles being thus established, they may readily be 
applied to the circumstances of the present case. We note first 
that the plaintiff is not seeking to assert an exclusive right to the 
trade-mark “Greystone” nor is it denying any rights of the de- 
fendant acquired by prior use and registration. It merely seeks to 
prevent the defendant from appropriating the valuable good-will 
and trade of the plaintiff with the Pennsylvania Liquor Control 
Board, which it has developed since 1933. 

The equities of the parties clearly appear when we consider 


that, although the defendant was the prior user of the trade-mark, 


it applied and registered the term only for a particular type of wine, 


and its use of the mark was prior to 1920, and was negligible and 
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of little commercial value. The defendant, although intending to 
again use the name at some future time, refrained from objecting to 
the plaintiff's use even though it had knowledge of such use and of 
the fact that the plaintiff was acquiring and extending a large and 
valuable trade thereunder. It refrained also from offering in the 
first instance the brand which it claimed to the very customer with 
which the plaintiff built up its good-will, and it declined at first to 
do business with that customer after offering other of its brands. 
Defendant apparently made no inquiry as to whether the plaintiff's 
product and its use of the name was in any way connected with 
those of Bisceglia Bros. with whom it had litigation in California, 
and from January, 1933, to January, 1937, permitted the unin- 
terrupted use of the trade-mark by the plaintiff. Then, after the 
plaintiff had innocently created a valuable business in Pennsylvania, 
based upon the trade-mark, and independent of defendant’s prior 
use or good-will, it sought to destroy that business and appropriate 
the benefits to its own use by preventing the Liquor Control Board 
from purchasing the plaintiff's Greystone product. 

On the other hand we find that the plaintiff and its predecessors 
appropriated the trade-mark immediately upon repeal without any 
knowledge of the prior use by the defendant, and without any grant 
or other permission of the producers in California which it knew 
operated cellars known as the Greystone Winery. Plaintiff in- 
troduced the brand to the Pennsylvania Liquor Control Board, ex- 
pended large sums on its promotion, and succeeded in establishing 
a business of great volume with the very customer that the defendant 
had declined to do business with, and in a territory where the de- 
fendant’s product was not known by the trade-mark in question. 
Furthermore, the plaintiff used the mark upon a great variety of 
wines, so that it has become the distinguishing mark of the plain- 
tiff's products rather than the designation of a single type. 

Under these circumstances and the principles established, to 
permit Fruit Industries to claim the use of the trade-mark “‘Grey- 
stone’ in Pennsylvania would take the trade and good-will of the 


plaintiff, built up at much expense, and without notice of the de- 


fendant’s rights, and confer it upon the defendant to the complete 
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perversion of the law of trade-marks. The defendant's acquies- 


cence and laches have in fact contributed to the creation of new 
and independent property rights in the plaintiff, and we consider 
its equitable rights are superior to those of the defendant. 

Upon consideration of all of the evidence and the law, we be- 
lieve the following findings and conclusions cover all of the con- 


trolling circumstances and the essential legal issues: 


Findings of Facts 


1. Defendant’s assignor, California Wine Association, was engaged in 
wine production since 1895 and owned a plant known as the Greystone 
Winery. In the course of its business, it used the trade-mark “Greystone” 
and in 1911 registered the trade-mark in the Patent Office for a hock type 
wine. 

2. The California Wine Association sought to promote the sale of 
domestic bottled wine, including Greystone, by means of a sales promotion 
campaign between 1911 and 1914 in Pennsylvania and elsewhere. There- 
after distribution of its bottled product was effected through its affiliated 
distributors. 

3. Prior to 1920 about 95 percent of domestic wine was sold in bulk and 
distributed under the brand names of the individual purchasers, and the 
defendant’s Greystone product did not enjoy any extensive sale or reputa- 
tion. 

4. In 1929 and during prohibition the California Wine Association, 
together with other firms, formed the Fruit Industries, Limited, and as- 
signed all its assets, including the registered trade-mark “Greystone,’ 
which was renewed in 1931, and approximately 1,500 cases of Greystone 
wine were marketed subsequent to 1933. 

5. In 1925 the California Wine Association sold its Greystone Winery 
to Bisceglia Bros., a California partnership, not affiliated with the plaintiff 
herein, and thereafter the said partnership produced and sold wine under 
the trade-mark “Greystone,” which it registered as “Greystone” in Septem- 
ber, 1933. 

6. Thereafter said registration was canceled at the instance of the 
defendant, and, as a result of other litigation, Bisceglia Bros. of Cali- 
fornia in October, 1936, abandoned all right to the trade-mark to the 
defendant, including their rights to the trade-mark “Greystone” as regis- 
tered by the plaintiff herein in Pennsylvania on February 6, 1936. 

7. Plaintiff and its predecessors purchased its wine from Bisceglia 
Bros. of California with knowledge that they operated the Greystone Winery 
but without any grant or other permission of the producers for the use 
of the name “Greystone.” 

8. Bisceglia Bros. of California made no protest of such use until May, 
1936, and in July, 1936, they abandoned to the plaintiff all their rights to 
the use of the name in Pennsylvania. 

9. Defendant, early in 1934, learned that Greystone, not its product, 
was being sold in Pennsylvania and that extensive sales thereof continued 
until the time of the defendant’s protest to the Liquor Control Board on 
January 25, 1937. It made no inquiry to determine whether the product was 
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that of Bisceglia Bros. of California, with whom it had litigation, although 
the name of the plaintiff distributor and its predecessors appeared on its 
labels and advertising matter. 

10. Defendant offered its wines to the Pennsylvania Liquor Control 
Board at or about the time of repeal but did not offer its Greystone brand. 
It declined to sell to the board because of unacceptable credit terms. ‘The 
plaintiff did offer and sell its Greystone brand to the board at or about 
the same time. 

11. Plaintiff sold wine to the Liquor Control Board for a total of 
$1,345,707.61 in the three years ending December 31, 1936, and has ex- 
pended $117,668.28 in advertising and promoting its brand. As a result, 
90 percent of the plaintiff's business is done with the board and about 30 
percent of all wines sold in this state are the plaintiff's Greystone brand. 

12. Upon receipt of notice from the defendant of the alleged infringe- 
ment, the Liquor Control Board declined to purchase wine from the plain- 
tiff between January 25 and March 5, 1937, when indemnity arrangements 
were effected, pending determination of the rights of the respective parties. 

13. The use of the trade-mark by the plaintiff is not shown to have been 
fraudulent or with knowledge of the prior use or adoption by the defendant 
or by Bisceglia Bros. of California. 

14. Defendant failed to notify the plaintiff of its claim to the trade- 
mark until November, 1936, and only made formal demand to cease its use 
on February 5, 1937. 


Conclusions of Law 


1. California Wine Association was the exclusive user of the 
trade-mark “Greystone” for its hock type wine prior to prohibi- 
tion in 1920. 

2. Nonuser of the trade-mark during the period of prohibition 
did not constitute an abandonment. 

3. Plaintiff and its predecessors had no right to the use of the 
trade-mark prior to the advent of repeal. 

4. Plaintiff and its predecessors did not acquire any rights in 
the trade-mark by assignment or otherwise from the defendant or 
the wine producers, Bisceglia Bros. of California. 

5. Registration of the trade-mark is prima facie evidence of its 


adoption and ownership, and the burden of proving abandonment, 


laches, or acquiescence in the use by others is upon the plaintiff. 


6. Plaintiff and its predecessors have acquired the right to the 
use of the trade-mark “Greystone” by the innocent adoption of the 
same and the extensive use thereof in this state to the point where 


such name is here indicative of the plaintiff's product. 
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7. Defendant has, by its conduct and its failure to project its 


business in this state, and having an equal opportunity, evidenced 


an intent to abandon, and is by its laches and acquiescence pre- 
cluded from preventing the plaintiff from enjoying the benefits of 
its trade and good-will in Pennsylvania which it has built up at 
great expense. 

8. The acts of the defendant in seeking to restrain the plaintiff 
from exercising its rights in the trade-mark “Greystone” in Penn- 
sylvania amount to unfair competition and, if permitted, would re- 
sult in the transfer of the plaintiff’s good-will to the defendant, 
and would thereby accomplish a substantial inequity. 

9. The plaintiff is entitled to injunctive relief, but, no damages 
being shown other than the costs incident to this litigation and the 
indemnity to the Liquor Control Board, no award of damages may 
be made. 

10. The acts of both parties appear to have been done in good 
faith and under colorable title to the respective rights asserted, and 
we deem it proper that each party should bear its own costs. 

11. A decree in accordance with the findings and conclusions 
herein may be submitted for entry as the order of this court. 

The requests of the parties for findings of fact and conclusions 
of law, so far as they are consistent with the above, are affirmed, 
and, to the extent that they differ from the above findings and con- 


clusions, they are denied. 


Canister Co. v. Owens-ILumnois Guass Co., ET AL. 
(20 F. Sup. 989) 


United States District Court, Eastern District of Pennsylvania 
October 15, 1937 


Unram Competition—Use or Funcrionat Feature or Goons. 

The use by defendants on their containers of a metal strip so placed 
as to bind together the fiber of the container and to serve at the same 
time as a decorative feature held not to be unfair competition as against 
plaintiff, first to adopt and use said feature, in so far as the functional 
feature was concerned. 
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Unrair Competition—Svits— Parties. 

Where defendants in the case at issue did not make the containers, 
subject-matter of the controversy, but merely manufactured and sold 
to Frankfort Distributors, Inc., certain metal parts, including the 
decorative strips, for containers which were manufactured by the latter 
company, held that defendants, not being in competition with the plain- 
tiff, were not a proper party to the suit. 


In equity. Suit for unfair competition. On motion to dismiss 
the bill. Bill dismissed. 


Warwick Potter Scott, of Philadelphia, Pa., for plaintiff. 
Schnader & Lewis, of Philadelphia, Pa., and Williams, Evers- 


man & Morgan, of Toledo, Ohio, for defendants. 


Maris, D. J.: This is a bill in equity to restrain unfair com- 
petition and for an accounting and damages. The defendants have 
moved to dismiss it upon the ground that it fails to set forth facts 
sufficient to constitute a cause of action. In considering these mo- 
tions the facts set forth in the bill must be taken to be true. Briefly 
stated they are these: . 

Since the latter part of the nineteenth century plaintiff has been 
engaged in the manufacture and sale of composite containers con- 
sisting of a metal top and bottom and a body of fiber or heavy paper. 
In their manufacture the body of the container is bent around a 
mandrel and the two ends of the material thus forming the body meet. 
Along the line where the two ends of the material thus meet there 
is inserted a metal strip. This strip is used instead of glue to bind 
or seal the two ends of the container body together. It is, however, 
of an entirely distinctive design which serves as an attractive deco- 
ration for the finished product and is both ornamental and decora- 
tive. 

Since the latter part of the nineteenth century plaintiff has manu- 
factured and sold millions of these containers bearing the orna- 
mental and decorative metal strip, and they have become associated 
and identified in the minds of the entire public dealing with con- 
tainers throughout the United States exclusively with the plaintiff. 


Until the occurrences complained of in the bill no other manufac- 
turer in the United States had ever made or attempted to make a 
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container of the same type which included the ornamental and at- 
tractive metal strip. 

In 1933 plaintiff sold to Frankfort Distilleries, Inc. (herein- 
after called “Frankfort’’), machines for assembling in its plant at 
Baltimore the containers manufactured by the plaintiff, and from 
time to time thereafter sold and shipped to it non-assembled con- 
tainers which were assembled by Frankfort at its plant. The 
purpose of this transaction was to enable Frankfort to pack its 
whiskey bottles for sale and distribution to the public in containers 
manufactured by plaintiff and having plaintiff's distinctively orna- 
mental and decorative metal strip, for the purpose of attracting by 
their appearance buyers for Frankfort’s product and for the added 
purpose of eliminating the expense and trouble of shipping assem- 
bled containers to Baltimore. Whiskey and other spirits manufac- 
tured by Frankfort at Baltimore are sold throughout the United 
States. 

Thereafter about October, 1935, the Tin Decorating Company 
of Baltimore (hereinafter called “Tin Decorating’), commenced 
the manufacture and sale to Frankfort of metal parts for containers 


including metal strips of the distinctive design and type theretofore 


exclusively manufactured by plaintiff and used on plaintiff's product 


and the container parts so sold by Tin Decorating to Frankfort 
were assembled and used by Frankfort instead of plaintiff's con- 
tainers for packing Frankfort’s products. The manufacture and 
sale of these container parts by Tin Decorating was specifically and 
with conscious intent and motive in imitation of the distinctive and 
ornamental products theretofore manufactured by the plaintiff. 
Immediately upon learning of said acts of Tin Decorating, plaintiff, 


on October 12, 1935, wrote it the following letter of protest: 


October 12, 1935. 


The Tin Decorating Company of Baltimore, 
Baltimore, Md. 


Gentlemen: 
We are advised that you are making and selling a metal strip the pur- 
pose of which is to bind or seal the ends of a formed container body. 


This strip we are told you are selling to Frankfort Distilleries, Incor- 
porated. 
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We feel we have the right to assume “hat you knew this strip to be our 
own exclusive design, that it is the principal part of a container made ex- 
clusively by us, and that this strip is assembled on machines designed by 
us exclusively. 

The strip referred to has become so thoroughly identified with our 
product and ourselves throughout the country during thirty-eight years of 
active business, that any container so made would be believed to be a con- 
tainer made by us. We believe the general law of unfair competition clearly 
covers this case. 

We would like to believe that an explanation can be made which will 
change the aspect as we see it, of this whole matter. In that case, we 
would be very glad to hear from you. 


Very truly yours, 
The Canister Company, 
By R. T. Garrern, 


RTG*B President. 





Thereafter plaintiff made numerous further protests to Tin Deco- 
rating and its successors against the continuance of these acts. 

In January, 1936, defendant Owens-Illinois Glass Company 
(hereinafter called “Glass Company’’) purchased all of the assets 
and assumed all of the liabilities of Tin Decorating. At about the 
same time defendant Glass Company incorporated defendant Owens- 
Illinois Can Company (hereinafter called “Can Company”). De- 
fendant Can Company was and still is a wholly owned subsidiary 
of defendant Glass Company and all of its principal officers, except 
its president, were and still are officers of defendant Glass Company. 
Shortly thereafter defendant Glass Company transferred to de- 
fendant Can Company all the assets formerly of Tin Decorating, 
and defendant Can Company assumed all the liabilities of Tin 
Decorating. Thereafter defendant Can Company continued to 
manufacture and sell to Frankfort metal parts for containers, in- 
cluding metal strips of the distinctive design and type previously 


manufactured by plaintiff. 























Plaintiff further avers in its bill that the manufacture and sale 
of these parts, especially the metal strips of distinctive design and 
type, by Tin Decorating and its successor, defendant Can Company, 
was a direct violation, trespass, and fraud upon plaintiff's exclusive 
property right and constituted unfair competition, and that said 


acts resulted in unjust enrichment of the defendants and great loss 
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to the plaintiff. It, therefore, prayed for an injunction and an ac- 
counting. 

Defendants’ motions to dismiss raise the question whether the 
facts which we have stated give rise to a cause of action against 
them. After full consideration we have reached the conclusion that 
they do not and that the plaintiff's bill must therefore be dismissed. 

No right arising under a patent is here involved. Plaintiff's con- 
tainer may be freely copied by all the world, at least so far as its 
structural or functional features are concerned. Plaintiff, how- 
ever, bases its case upon the proposition that it has acquired a prop- 
erty right in the distinctive design of the metal strip which it uses 
instead of glue to bind or seal the ends of its container body. Since 
this distinctive design, it says, is ornamental and serves as an attrac- 


tive decoration for the finished product, it amounts to a distinctive 


trade dress of its product, which by long use has become publicly 


identified therewith and may not be copied by its competitors. It 
strongly argues that the manufacture by defendant Can Company 
of a similarly designed strip for Frankfort constitutes unfair com- 
petition. 

It is obvious, as defendants contend, that the metal strip serves 
a functional purpose; namely, that of binding or sealing together 
the two ends of the container body. It is equally clear, however, 
from the averments of the bill that the strip is designed in such a 
way as to be ornamental and decorative and that this distinctive 
design has been adopted and used exclusively by the plaintiff for 
many years. Under these circumstances it may well be that plain- 
tiff has acquired a right to the exclusive use in its business of the 
ornamental and decorative features involved in its distinctively 
designed metal strip, even though it has no right to the exclusive 
use of the strip so far as its functional features are concerned. 
Manners v. Triangle Film Corporation (C. C. A.) 247 Fed. 301; 
Thayer Telkee Corporation v. Davenport-Taylor Mfg. Co. (D. C.) 
46 F. (2d) 559. 

Assuming that the plaintiff does have a right to the decorative 


features of the strip which it is entitled to have protected against 
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unfair competition, we are confronted with the question whether 
the defendants’ conduct constitutes such competition. In consider- 
ing this question we observe at the outset that the defendants do not 
make containers, but merely manufacture and sell to Frankfort cer- 
tain metal parts, including the decorative strips, for containers 
which are manufactured by Frankfort. Under these circumstances 
we think it clear that the defendants are not in any sense in competi- 
tion with the plaintiff. If any one is in such competition, it is Frank- 
fort, which actually makes and uses the containers. All that the 
defendants did was to manufacture and deliver to Frankfort metal 


parts for its use in manufacturing its own containers. It is true they 


intended to imitate plaintiff's design. This they did because it was 


that design which Frankfort wanted. But these parts could not be 
competitive with plaintiff's containers unless and until they them- 
selves were incorporated into containers. Whether that ever took 
place was entirely in the hands of Frankfort. Certainly the de- 
fendants had no control over their use after their delivery to Frank- 
fort. If the containers manufactured by Frankfort were palmed 
off by it as plaintiff’s product or otherwise used in unfair competi- 
tion with plaintiff, it was solely the act of Frankfort for which the 
defendants were not responsible. 

We conclude that the defendants were guilty of no deception or 
other conduct unfair to the plaintiff in supplying Frankfort with 
the strips in question. Philadelphia D. Products v. Quaker City 
I. C. Co., 306 Pa. 164, 159 A. 3, 84 A. L. R. 466 [22 T.-M. Rep. 
40]; Federal Electric Co. v. Flexlume Corporation (C. C. A:) 33 
F. (2d) 412. The plaintiff's right, if it has one, is not in the decora- 
tive strip, per se, but only in the strip as a decorative feature which 
identifies an assembled container. But, as we have said, defendants 
did not make containers, but only strips. This is, therefore, not 
the case of a manufacturer who, with fraudulent intent, makes and 
supplies to a retailer a finished article of. merchandise which is 
deceptively similar to that made by another manufacturer. The 
case of Rymer v. Anchor Stove & Range Co. (C. C. A.) 70 F. (2d) 
386 [24 T.-M. Rep. 269], which is relied on by the plaintiff, was of 
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the latter kind. It is not authority for plaintiff's position in this 
case. 

But, even if it were held that the defendants were responsible 
for Frankfort’s use of the containers it manufactured, we are unable 
to find in the facts averred in the bill any unfair competition with 
the plaintiff on the part of Frankfort. In the first place, it is clear 
that that corporation does not sell the containers. It merely uses 
them to pack its product. It is idle for plaintiff to argue that be- 
cause a container goes with each bottle of whiskey Frankfort sells 
the containers. It is too clear for argument that Frankfort’s cus- 
tomers are buying whiskey, not containers. While the wrapping is 
necessary to the delivery of the product, it is not the product sold 
nor is it the subject of the sale. If Frankfort were selling its con- 
tainers to other manufacturers of whiskey it might well be in com- 
petition with the plaintiff. It is merely using them in its business, 
however. We think it clear under the facts averred in the bill that 
Frankfort is not engaged in competition of any kind with the plain- 
tiff. 

Furthermore, there is here no averment of any deception of the 
public. It is obvious that there could be none for, as we have said, 
Frankfort’s customers are buying whiskey, not containers. While 
the wrapping may attract them, it attracts them not to itself but to 
the merchandise it contains. If the attention of customers is drawn 
to the container, it is because it is an attractive wrapping provided 
by Frankfort for the whiskey they are seeking to buy and not because 
of their belief that the container was made by plaintiff. Their belief 
as to that is immaterial since the container can only be an aid in 
selling the whiskey. Plaintiff's business, however, is to sell con- 
tainers. There is no averment that it sells them to the whiskey-buy- 
ing public. There is, therefore, in this case no palming off or other 
fraud or unfair practice. On the contrary, each of Frankfort’s cus- 
tomers gets exactly what he intended to buy. It must be remem- 
bered that this is not a case of a patented article or of a trade-mark 


or name. What the plaintiff seeks to protect is merely its distinctive 


trade dress of an article which all are free to copy. It can only have 
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such protection against a competitor who, by copying its distinctive 
dress, has deceived present or prospective purchasers of the article. 
Here neither competition nor deception is shown. 

When the facts are analyzed it will be seen that the present case 
is merely that of a consumer who has decided to manufacture an 
article for itself instead of buying it from another manufacturer. 
The transaction is completely open and above board and no fraud, 
deception, or unfair competition are involved. ‘The most that can 
be said is that the plaintiff has lost a customer, and, while this is 
most unfortunate from its standpoint, it does not give rise to a cause 
of action against these defendants for unfair competition. 

We have not overlooked defendants’ argument that there is here 
a misjoinder of parties in that defendant Glass Company did none 


of the acts complained of. Since the bill must be dismissed for the 


reasons already given, it becomes unnecessary to consider this point, 


however. 


Bill dismissed. 





SILVER Swan Ligvor CorPorATION v. Hiram WALKER, INC., ET AL. 
United States District Court, Northern District of California 
May 29, 1937 


Trape-Marks—INFRINGEMENT—"SILVER SWAN” AND “WHITE SWAN” ON 
Gin—TerriroRIAL Score. 

Plaintiff and defendants, on the repeal of the National Prohibition 
Act, simultaneously originated the idea of using the device of a white 
swan as a trade-mark for gin. Plaintiff thereafter sold its “Silver Swan” 
gin extensively in California, Nevada, Arizona, New Mexico, Idaho, 
Washington, Oregon, Colorado, Wyoming, Utah, Alaska, and Hawaii. 
Defendants, after selling their “White Swan” gin in the western states 
for two months in 1934, abandoned said territory and sold their product 
in the remainder of the United States. Held there was no infringement 
of either trade-mark and that plaintiff was entitled to exclusive rights 
in its mark in the states named, defendants, on the other hand, to exclu- 
sive rights in their mark in the remainder of the United States. 


Jas. M. Naylor, of San Francisco, Calif., for plaintiff. 
Miller & Boyken, A. W. Boyken, Carroll A. Gordon and Richard 
D. Goldman, all of San Francisco, Calif., for defendants. 





SILVER SWAN LIQUOR CORP. V. HIRAM WALKER, INC. 


St. Sure, D. J.: Suit was brought by plaintiff against de- 
fendants for trade-mark infringement and unfair competition. An 
injunction and accounting were sought. At the trial plaintiff dis- 
avowed the claim of anfair competition and the case was submitted 
upon the question of infringement alone. 

Plaintiff is a California corporation, and defendants are crea- 
tures of the laws of Delaware. Also involved in the controversy are 
Hiram Walker & Sons, Inc., of Peoria, Ill., called the parent com- 
pany, and Tonkin Distributing Company, a co-partnership of San 
Francisco. The question presented for decision appertains to the 
alleged infringement of a common-law trade-mark for gin, in which 
the words “Silver Swan” or “White Swan” were used in combination 
with the pictorial representation of a swan. 

About the time of the repeal of the National Prohibition Act, the 
parties above mentioned apparently coincidentally conceived the idez 
of marketing gin with the swan label. Plaintiff labeled its product 
the “Silver Swan,’ and defendants, through the parent company, 
used the name “White Swan.” Plaintiff established a business in 
the western states and territories, viz., California, Nevada, Arizona, 
New Mexico, Idaho, Washington, Oregon, Colorado, Wyoming, 
Utah, Alaska, and Hawaii. Plaintiff claims appropriation and use 
of the “Silver Swan” label from December, 1933. 

Tonkin claims to have originated the ““White Swan” label. The 
copartnership had several thousand labels printed, sold some of its 
gin, and, on December 11, 1933, made application to the United 


States Patent Office for registration of the “White Swan” trade- 


mark, stating in its application that it “has been continuously used 


and applied to said goods in applicant’s business since October, 
1933.” 

In June, 1934, defendants marketed their gin under the ‘label 
“White Swan,” and so on thereafter invaded the Western market, 
when they learned that the Tonkin gin was also being sold under the 
label “White Swan.” Defendants immediately entered into an 
agreement with Tonkin whereby they secured permission to use ex- 


clusively the “White Swan” label, and later they purchased the 
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Tonkin rights. Defendants did business in the Western states dur- 
ing the months of July and August, 1934, selling 3,000 cases of gin, 
but thereafter abandoned the territory and sold their product ex- 
clusively outside of what has been denominated Western territory. 
Thereafter on July 5, 1935, attorneys for defendants addressed a 
letter to plaintiff, calling attention to the similarity of the swan 
labels used by each, asserting prior appropriation, and requesting 
that plaintiff immediately discontinue the use of its swan label. 
This suit followed on December 2, 1935. 

The evidence shows that more than a year before suit was filed, 
defendants had abandoned the Western territory; that plaintiff's 
sales of “Silver Swan” gin have declined and are declining; that 
no confusion has resulted from the use by the parties of similar 
labels; that there has been no pirating of business on either side; 
that plaintiff has suffered no damage whatsoever as a result of the 
use of the trade-mark “White Swan” by defendants. 

The evidence relating to appropriation and prior use as between 
plaintiff and defendants (accepting for what it may be worth the 
assignment of, Tonkin) almost balances, with a slight preponderance 
in favor of the defendants. Under the circumstances, there being 
neither claim nor proof of fraud, I am of the opinion that the rule 
laid down in Tillman & Bendel vy. California Packing Corp. 
(C. C. A. 9) 63 F. (2d) 498 [23 T.-M. Rep. 131], where a geo- 
graphical division of territory was made between the litigants, may 
properly be applied here. The plaintiff has in fact adopted and 
used as a trade-mark the words “Silver Swan” in combination with 
the picture of a swan in the Western territory comprising the states 
and territories above named; likewise the defendants have in fact 
adopted and used in the remainder of the United States the trade- 
mark “White Swan” in combination with the picture of a swan. 

I therefore hold (1) that the application for an injunction and 
accounting must be denied; (2) that plaintiff is not entitled to 


damages; (3) that there has been no infringement of either trade- 


mark; (4) that plaintiff has established its prior appropriation and 
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use of the “Silver Swan’’ label in the Western states and territories 
above named; (5) that defendants have established their right 


to a prior appropriation and use of their trade-mark in the remainder 


of the United States; (6) that each party shall pay its own costs. 


Findings of fact, conclusions of law, and decree in accordance 
with the views herein expressed, and in conformity with Rule 42 of 


this court, may be submitted by counsel for defendants. 


N. Y. Wortp’s Fair 1939, Inc. v. Worup’s Fair News, Inc. 
New York Supreme Court, Special Term, New York County 
May 13, 1937 


Unrarr Competirion—“Wortp’s Farr News’—Macazine Tirte—Insunc- 
TION. 

Use by defendants of the title “World’s Fair News” on their maga- 
zine circulating in and near New York City, held unfair competition 
with plaintiff, inasmuch as its name, manner of publication and con- 
tents gave the magazine an official flavor, resulting in confusion as to 
the corporate identities of the parties; and an injunction was ordered. 

Trape-Marks—“Wortp’s Farr’’-—Seconpary MEANING. 

The words “World’s Fair,” although ordinarily a generic or descrip- 
tive term, following the public announcement of the World’s Fair in 
September, 1935, held to have acquired a secondary meaning which en- 
title them to protection by a court of equity. 

Unrair Competirion—Svuits—DEeErense. 

The use by other business or corporations of the words “World's 

Fair” is no defense to the defendant’s use of such words. 
Unrair Competition—Imiration or NAMES. 

Actual competition is not necessary as a basis for injunctive relief 
in cases involving the imitation of a name. 

Unrarr Competition-—Use or Simitar Corporate Names—Errectr or D1r- 
FERENIATING FEATURES. 

The use by defendants on the inside pages of their magazine and in 
the “masthead,” of a disclaimer of any connection with plaintiff held 
not to be adequate notice to the public, nor a defense to an action for 
injunctive relief. 


Lord Day & Lord (George De Forest Lord and Woodson D. 
Scott, of counsel), all of New York City, for plaintiff. 
Charles Belous (Emil N. Baar and Arthur Block, of counsel), 


all of New York City, for defendants. 
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SuientaG, J.: This is an action in equity to enjoin the de- 
fendants from publishing and distributing a magazine called World’s 
Fair News, and from using the name “World’s Fair” in connection 
with that publication or in the name of the corporate defendant. 

The action was commenced August 1, 1936, soon after the pub- 
lication of the July issue of World’s Fair News, that being the first 
issue of the magazine published by the defendants. In effect the 
suit is one to protect the plaintiff's name against imitation by the 
defendants in a manner likely to lead to confusion in the minds of 
the public. 

Plans for holding the World’s Fair in New York were developed 
in 1935, and were publicly announced in September of that year. 
The plaintiff was organized as a quasi-public corporation to plan 
and operate the World’s Fair. Its officials include many well- 
known persons who are likely to cause public attention to be directed 
to it. The announcement of the World’s Fair was followed by wide 
publicity. The state and city appropriated large sums of money 
in connection with the plans for the fair, and Federal legislation is 
pending for appropriation of Federal funds to assist in the project. 
The plaintiff will spend approximately $50,000,000 on the venture. 
Other states and foreign governments are participating in the fair. 
Lands have been leased from the city for the fair site. The plain- 
tiff has its own publication, World’s Fair Bulletin, giving informa- 
tion about the fair without charge, and that magazine has a circula- 
tion of approximately 35,000 copies. The publication of such a 
bulletin or magazine is the usual practice in the operation of fairs 
and expositions generally. The defendant Coufal knew in April of 
1936 that the plaintiff would have its own official publication. 

The defendant corporation was organized May 19, 1936. ‘Two 
days later the defendant Seymour and the wife of the defendant 


Coufal applied to Mr. Justice Lockwood, sitting in Special Term 


in Queens County, for approval of the certificate of a membership 


corporation under a name containing the words “‘World’s Fair.” 
That application was refused approval on May 22, 1936, because 


of the probability of confusion that would arise in the public mind 
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by reason of the similarity of the name of the proposed corporation 
to that of the plaintiff. The opinion of Mr. Justice Lockwood was 
published in the New York Law Journal on Saturday, May 23, 
1936. Before the defendants started publication of the magazine, 
therefore, they were well aware of the likelihood of the confusion 
which would result from the similarity of names and the mixing 
of corporate identities. 

It is apparent that the publication of the defendants’ magazine 
was started solely to exploit the possibilities arising out of the 
World’s Fair in New York. Mr. Coufal wrote the editorial entitled 
“A Fair Deal for the Fair Visitor,’ which appeared on page 1 of 
the July issue, and stated clearly that the magazine was to be devoted 
to the New York World’s Fair. A circular issued by defendant 
Coufal as “a personal message’ urged prospective advertisers to 
“cooperate and get our share of the World’s Fair prosperity.” The 
magazine carries mostly local advertising which often refers to the 
proximity of the advertiser to, or his other connection with the 
New York World’s Fair. If the original intention of its founders 
was to devote the magazine to fairs in general, such purpose was 
not definitely expressed at the outset. Subsequently news of other 
fairs appeared in the magazine. ‘Ten issues of the magazine have 
been published to date, and eight of these contain outside covers 
which unmistakably refer to the New York World’s Fair. The 
leading editorials, articles and miscellaneous news items likewise 
feature the World’s Fair. 


The World’s Fair slogan contest running from July, 1936, to 


January, 1937, the items in all the issues purporting to give the day 


by day progress of the World’s Fair, and the “Fair Answers for 
Fair Visitors” items in the July and August, 1936, issues, all con- 
tribute to lend to the magazine an official flavor. The cumulative 
effect of the above-mentioned features of the defendants’ magazine 
and the resulting impression to the public is apparent. The maga- 
zine must be judged as a whole by its appearance and general im- 


pression. “The law is not made for the protection of experts, but 
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for the public.” (Florence Mfg. Co. v. Dowd & Co., 178 Fed. 73, 
75) [1 T.-M. Rep. 289.] 

The fact that plaintiff is a quasi-public corporation and not an 
ordinary commercial enterprise does not affect its right to relief. 
A corporation not organized for profit may maintain an action to 
enjoin the imitation of its name by another. (B. P. O. Elks v. 
Improved B. P. O. Elks, 205 N. Y. 459; Salvation Army v. American 
Salvation Army, 135 App. Div. 268; Daughters of Isabella No. 1 
v. National Order of the Daughters of Isabella, 83 Conn. 679; 78 
A. 338.) The courts have repeatedly held that an injunction lies 
to restrain simulation and use by one corporation of the name of 
another corporation, which tends to lead to confusion and to enable 
the imitator to obtain business or other advantage as a result of the 
confusion. (Higgins Co. v. Higgins Soap Co., 144 N. Y. 462; 
Standard Oil Co. of New Mezico v. Standard Oil Co. of Calif., 56 
F. [2d] 973, 977 [22 T.-M. Rep. 363]; American Steel Foundries 
v. Robertson, 269 U.S. 372; Churchill Downs Dist. Co. v. Churchill 
Downs, Inc., 262 Ky. 567; 90 S. W. [2d] 1041 [26 T.-M. Rep. 
209].) 

The defendants contend that the words “World’s Fair’ are 


generic or descriptive words which any person may use. The well- 


established rule is, however, that such words or names may acquire 


a secondary meaning entitling them to protection. (Macy & Co. 
v. Colorado Clothing Mfg. Co., 68 F. [2d] 690, 692 [24 T.-M. Rep. 
43]; Standard Oil Co. of Maine v. Standard Oil Co. of N. Y., 45 
id. 309 [21 T.-M. Rep. 107]; Yale Electric Corp. v. Robertson, 26 
id. 972, 974 [18 T.-M. Rep. 321]; Philad. Co. v. Murray’s Beauty 
Salon, 14 Fed. Supp. 626; Fuller v. Huff, 104 Fed. 141.) 

After the public announcement of the World’s Fair in September, 
1935, and the publicity which followed, the words ‘“World’s Fair’ 
acquired a secondary meaning which entitled them to protection by 
a court of equity. 

Actual competition is not necessary as a basis for injunctive 
relief to prevent the imitation of a name. (Tiffany & Co. v. Tiffany 
Productions, Inc., 147 Misc. 679; affd., 237 App. Div. 801; affd., 
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262 N. Y. 482 [23 T.-M. Rep. 117]; Long’s Hat Stores Corp. v. 
Long’s Clothes, Inc., 224 App. Div. 497 [18 T.-M. Rep. 562]; 
Dunhill, Inc. v. Dunhill Shirt Shop, Inc., 3 Fed. Supp. 487; Wall 
v. Rolls-Royce, 4 F..(2d] 333 [15 T.-M. Rep. 12]; Maison Prunier 
v. Prunier’s Restaurant & Cafe, Inc., 159 Misc. 551.) The use by 
the defendants of the words ‘““World’s Fair’ in connection with the 
name of its magazine is misleading and bound to confuse the public. 
The defendants must have known this before the first issue of the 
magazine was published, as the defendant Seymour and the wife 
of the defendant Coufal had failed in their attempt to organize 
a membership corporation with the name containing the words 
“World’s Fair.” 

It is not essential to prove actual confusion, deception or bad 
faith as a basis for injunctive relief to prevent the use of a name 
which is likely to lead to confusion. (Phenix Cheese Co. v. Kirp, 
176 App. Div. 735 [7 T.-M. Rep. 460]; Florence Mfg. Co. v. Dowd 
& Co., supra; Knox Hat Co. v. Self-Service Millinery Stores, Inc., 
138 Mise. 124 [20 T.-M. Rep. 128]; id. 426 affd., 227 App. Div. 
716, 721; United Dressed Beef Co. v. United Butchers, Inc., 147 
Mise. 92; Albany Packing Co. v. Crispo, 227 App. Div. 591; affd., 
253 N. Y. 607 [19 T.-M. Rep. 512].) The likelihood of confusion 
justifies injunctive relief. (Marke Realty Corp. v. Hirsch, 180 
App. Div. 549; Standard Oil Co. of New Mexico v. Standard Oil 
Co. of Calif., supra; Macy & Co. v. Colorado Clothing Co., supra; 
Nu Enamel Corp. v. Nate Enamel Co., 243 App. Div. 292; affd., 
268 N. Y. 574 [24 T.-M. Rep. 360].) The magazine itself is 
the best evidence of such likelihood. Not only the name, but also 
the contents of the magazine, which is devoted largely to the 


World’s Fair, would indicate to the uninformed some connection 


with the official World’s Fair organization. The numerous maps 
and photographs purporting to depict the World’s Fair and _ its 


environs, articles purporting to be by and about prominent officials 


of the World’s Fair, articles and news items relating to the World’s 
Fair, slogan contest invitations, communications soliciting adver- 


tisements, and miscellaneous matter referring to the World’s Fair 
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are the best evidence of the misleading impression the magazine is 
likely to give to the public. With all the other names which the de- 
fendants could have taken, why did they choose a name including 
the words ““World’s Fair?’ There is no answer except the de- 
fendants’ expectation that some advantage would result to them by 
reason of the confusion of corporate identities. 

The use of the words “World’s Fair” by other persons or cor- 
portions “‘is no shielding defense’ to the defendants’ use of those 
words. (Churchill Downs Dist. Co. v. Churchill Downs, Inc., 
supra; Standard Oil Co. of Maine v. Standard Oil Co. of N. Y., 
supra; Cellonite Mfg. Co., 32 Fed. 94, 101; Sartor v. Schaden, 125 
Iowa 696; 101 N. W. 511.) The insertion by the defendants in 
small print, on the inside pages, in the “masthead” of their second 
and subsequent issues, of a disclaimer of any connection with the 
plaintiff is not adequate notice to the public, nor does it constitute 
a defense to an action for injunctive relief. (Merriam Co. v. 
Ogilvie, 159 Fed. 638; certiorari denied, 209 U.S. 551.) The same 
is true of the editorial entitled “On Our Own,” and one or two 
others, purporting to disclaim connection with the plaintiff. The 


defendants’ letterheads, subscription blanks, advertisements, rate 


cards and slogan contest invitations contain no disclaimer of any 


kind. 


In view of the foregoing, the plaintiff is entitled to judgment. 


It is entitled to an injunction restraining the defendants, their 
officers, agents and employees from using the words “World's Fair” 
or any colorable imitation thereof as part of the corporate de- 
fendant’s name or in the name of the defendants’ magazine. 

If the corporate defendant really intends to devote itself to the 
news of fairs and expositions throughout the world, it may select 
a corporate name and a name for its publication that will be expres- 
sive of its purpose and at the same time will not mislead and confuse 
the public while the New York World’s Fair is being planned and 
operated. The defendants have only themselves to blame for what 
has occurred. They should have heeded the warning of Mr. Jus- 


tice Lockwood and the subsequent complaints of those in charge of 
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the important quasi-public enterprise involved. The defendants 
may have a month in which to effect the necessary change of name. 
If the defendants so desire they may submit on the settlement of the 
judgment a list of substitute names for the court’s approval. 
Settle final judgment in accordance with the foregoing decision. 


The judgment shall contain a provision that the parties may apply 


at the foot thereof for such other or further relief as may be proper. 


Matson Prunier v. Prunier’s Restaurant & Carr, INc., ET AL. 
(288 N. Y. S. 529) 


New York Supreme Court, Special Term, New York County 
May 13, 1936 


WroncGruvt Use or Trape-Name—Uwnrair Competition—RiIGHutT oF ForeIGN 

Corporation To Prorecrion UNpber INTERNATIONAL CONVENTION. 

Plaintiff, a French corporation held to have the right, under Art. 

101%, of the International Convention for the Protection of Industrial 

Property, to bring an action in the courts of New York for relief against 
unfair competition. 

Unrair Competirion—Svuits—Actruat Competition Nor Necessary To Re- 

LIEF. 

Actual competition in a product is not essential to relief under the 
doctrine of unfair competition. 

Unrarr Competirion—“Prunier” As NAME OF REsTAURANT—MISLEADING 
Use. 

Plaintiff and its predecessors had, since 1872, conducted in Paris a 
restaurant specializing in sea food, said restaurant, under the name 
“Prunier,”’ surname of its founder, having attained a wide and enviable 
reputation for the excellence of its food and service. Defendant in 1935 
organized two corporations, each comprising the name “Prunier,”’ for 
the purpose of conducting a restaurant business in New York City 
and of buying and selling restaurants, the name “Prunier” not being 
borne by any of the defendants, or any officer or employee of either 
corporation. Defendants enjoined from further use of the name. 


In equity. Action for unfair competition in the use of a trade- 


name. Injunction granted. 


McNamara & Seymour (Charles Green Smith, of counsel), all 
of New York City, for plaintiff. 
Morris J. Junger (Irving Gromer, of counsel), all of New York 


City, for defendants. 
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SuientaG, J.: The motion is for a temporary injunction. The 
papers show that plaintiff, a French corporation, owns and operates 
in Paris, France, two restaurants under the name “Prunier,” which 
specialize in sea food. The Prunier restaurant was founded by 
Alfred Prunier in 1872. Since then, it is asserted, the Prunier 
restaurants in Paris have developed international fame, both for 
the surpassing quality and variety of their sea food and for the dis- 
tinction and extent of their clientele. They have become, it is al- 
leged, favorite restaurants and celebrated places of interest among 
thousands of persons visiting Paris from America, from England, 
and from all parts of the world. 

The ownership and operation of the Prunier restaurants have 
descended from grandfather, through son, to grandchild, and have 
remained in the Prunier family. In 1914, the Prunier restaurant 
business took the form of a French stock company known as “Maison 
Prunier,’ and in 1922 it was taken over by plaintiff, of which 
Madame Simone Genevieve Barnagaud-Prunier, granddaughter of 
the founder, is now a managing director. Thus the good-will and 
world-wide reputation of plaintiff's restaurants have been developed 
and identified under the family name “Prunier.” 

In January, 1935, plaintiff established a branch restaurant in 
London, which it has conducted successfully under its own manage- 
ment, purveying there the same high quality and specialties in food 
and beverages that it furnishes to the public in its restaurants in 
Paris. Since the successful operation of its branch in London, plain- 
tiff, it is further alleged, has been urged by American patrons to 
open a branch restaurant in the city of New York, and it has had 
such proposal under consideration and desires to open and operate 
such a restaurant in New York at an expedient time. 

In July, 1935, the individual defendants adopted a scheme to 
utilize without permission the name and the good-will of the plain- 
tiff in the restaurant business in New York City. They filed certifi- 
cates for doing business and organized two corporations, one 
Prunier’s Restaurant & Café, Inc., to operate restaurants and 


cafés; the second corporation, organized in the fall of 1935, was 
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called Prunier de Paris, Inc. That corporation was formed for the 
purpose, among other things, of buying and selling restaurants and 
hotels. So far as the papers show, no business has been conducted 
in the name of the second corporation, although its very organiza- 
tion speaks eloquently of the defendant’s purpose not alone to use 
the plaintiff's name and mark in New York City, but also to attempt 
to identify in the public mind the restaurant here conducted with 
those of the plaintiff in Paris. 

With an infinity of names, real and fanciful, from which to 
choose, the defendants appropriated to themselves the plaintiff's 
name. That name is not borne by the individual defendants, nor is 
it claimed to be the name, or anything like it, of any relative of the 
defendants or of any officer or employee of either of the defendant 
corporations. Indeed, it was admitted on the argument that the 
name was intentionally selected because of plaintiff's well-known 
reputation and good-will which has been built up as the result of 
decades of honest business effort. 

The defendants deny, however, that they ever held themselves 
out as being Prunier’s of Paris, or identified with the Paris restau- 
rant in any way, or that they made any misrepresentations to cus- 
tomers or to the public to that effect. There is a conflict in the 
affidavits as to such oral misrepresentations to customers here. The 
affidavits on that point, submitted on behalf of the plaintiff, find some 
support in the manner in which the defendants have conducted their 
business from the outset. Defendants were not satisfied with taking 


the plaintiff's name; they also took the trade-mark of the plaintiff, 


alleged in the papers to have been registered in France, Tout ce qui 


vient de la mer. They printed that on their menu with the free 
translation, “Everything that the sea produces.” Their menu dis- 
plays at the top of the cover, “The Famous French Sea Food Restau- 
rant.” They also advertised themselves as “The Famous French 
Sea-food Restaurant,’ an advertisement which was calculated to 
give the impression that they were identified with the old restaurants 
bearing that name and specializing in sea food for so many years in 


France. 
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Some question is raised in the papers concerning the standards 
of the defendant’s restaurant in this city. Their assertion to the 
court that they are enhancing the prestige of Prunier’s is a mockery, 
if indeed not a gratuitous insult. Plaintiff has not intrusted its 
name to the defendants. Those who appropriate the name of an- 
other are hardly fit guardians for its preservation. What loyalty to 
this name can be expected from the defendants? They did not labor 
to give it the high standing it has acquired. They may abandon the 
name just as lightly as they took it over. 

The plaintiff clearly has the right to bring an action in the courts 
of this state for the relief sought. Apart from the right in general 
of a nonresident or a foreign corporation to sue in our courts, the 
right of a French corporation to sue here for protection against un- 
fair competition was expressly granted in the Convention between 
the United States and Various Other Powers for the Protection of 
Industrial Property, as revised on June 2, 1911 (38 U. S. Stat. 


1663). Article 1014 reads: “All the contracting countries agree 
to assure to the members of the Union an effective protection against 
unfair competition.” French Republic v. Saratoga Vichy Spring 
Co., 191 U.S. 427, 24S. Ct. 145, 48 L. Ed. 247; Winthrop Chemical 
Co., Inc. v. Blackman, 150 Misc. 229, 268 N. Y. S. 647 [24 T.-M. 
Rep. 241]; Phillips v. Governor & Co. of Adventurers of England 
Trading into Hudson’s Bay (C. C. A.) 79 F. (2d) 971, 972 [25 
T.-M. Rep. 635]. 

The defendants contend, however, that whatever may be said 
about their conduct from an ethical point of view, they are doing 
nothing illegal; they are acting within the law. 

In approaching a consideration of the legal problems here 
presented, certain propositions must be kept in mind: 

(1) In few branches of the law are the particular facts of a 
case so important as in the realm of unfair competition. 

(2) There has been an increasing tendency on the part of the 
courts to mould, even to expand, the legal remedy in this field to 


conform to ethical business practice. 
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(3) The courts have frowned upon cases where the appropria-’ 
tion of the name or mark of another was intentional or in bad faith, 
and especially where such appropriation was accompanied by acts 
calculated to deceive or to defraud the public, and to convey the 
impression that the business of the appropriator was either the 
same business of the originator of the name or mark or identified 
with it in interest. 

“There is no part of the law which is more plastic than unfair 
competition, and what was not reckoned an actionable wrong 
twenty-five years ago may have become such today. ‘There is no 
fetish in the word “competition.” The invocation of equity rests 
more vitally upon the unfairness.’ ‘Many earlier dicta, probably 
some earlier decisions, are not now safe guides.’ These vigorous 
judicial expressions of impatience with the old theories of trade- 
mark protection are indicative of a desire to keep abreast of and 
to serve the needs of modern business. They reflect a consciousness 
of the need for breadth and liberality in coping with the progressive 
ingenuity of commercial depravity. But forward strides in trade- 
mark protection are being attained by appeals to ‘good conscience’ 
and ‘judicial sensibilities’ rather than to strictly legal principles 
derived from a critical analysis of the real tort involved.” 
Schechter, “The Rational Basis of Trade-Mark Protection,’ 40 
Harvard Law Review, 813. 

Courts generally have come to recognize that actual competi- 
tion in a product is not essential to relief under the doctrine of 
unfair competition. Whatever may have been the ancient rule, it 
is now clearly established that the two products need not be com- 
petitive. “It was at first a debatable point whether a merchant’s 
good-will, indicated by his mark, could extend beyond such 


goods 


as he sold. How could he lose bargains which he had no means to 
fill? What harm did it do a chewing gum maker to have an iron- 
monger use his trade-mark ?”’ 

“However,” said Learned Hand, J., in expressing the modern atti- 
tude, “it has of recent years been recognized that a merchant may have 


a sufficient economic interest in the use of his mark outside the field of 
his own exploitation to justify interposition by a court. His mark is 
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his authentic seal; by it he vouches for the goods which bear it; it car- 
ries his name for good or ill. If another uses it, he borrows the owner's 
reputation, whose quality no longer lies within his own control. This 
is an injury, even though the borrower does not tarnish it, or divert any 
sales by its use; for a reputation, like a face, is the symbol of its posses- 
sor and creator, and another can use it only as a mask. And so it has 
come to be recognized that, unless the borrower’s use is so foreign to 
the owner’s as to insure against any identification of the two, it is unlaw- 
ful.” Yale Electric Corporation v. Robertson (C. C. A.) 26 F. (2d) 972, 
973 [18 T.-M. Rep. 321]. 





Thus an injunction was granted restraining the defendant from 
conducting business under the name of “Hudson Bay Fur Com- 
pany” or any colorable imitation thereof, although the defendant 
sold his fur products direct to the retail trade, whereas the plain- 
tiff did not, the court holding that the two products need not be 
competitive. Phillips v. Governor & Co. of Adventurers of Eng- 
land Trading into Hudson Bay, supra; see, also, Buckspan v. Hud- 
son’s Bay Co. (C. C. A.) 22 F. (2d) 721 [18 T.-M. Rep. 4]. The 
use of the name “Del Monte Brand” was restrained on oleomar- 
garine marketed by the defendant, although the plaintiff never 
produced any oleomargarine or used its label thereon. “The injury 
to the appellee by the use of the Del Monte Brand by the appellant 
does not result from preventing sale by appellee of oleomargarine 
of its own, but from a representation to the public that it pro- 
duces a product which it does not in fact produce and over which 
it has no control. Its reputation for quality is therefore placed 
to some extent in the hands of a corporation who owes it no al- 
legiance and has no concern in maintaining the high reputation 
established by the appellee, and who may utilize that reputation 
to sell the public an inferior production.”” Del Monte Special 
Food Co. v. California Packing Corporation (C. C. A.) 34 F. (2d) 
774, 775 [19 T.-M. Rep. 443]. So in Vogue Co. v. Thompson- 
Hudson Co. (C. C. A.) 300 F. 509 [13 T.-M. Rep. 349], an in- 
junction was granted at the instance of the publisher of Vogue to 
restrain defendant from using the word “‘“Vogue”’ as a label on hats. 

In our own state the doctrine that the two products need not 
be competitive to entitle the proprietor of the mark to relief has 


received judicial sanction. ‘Plaintiff, however, is entitled to be 
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protected not only from direct competition, but from any injury 
which might result to it from the deception of the public through 
the unauthorized use of its trade-name, or a trade-name which 
would lead the public to believe that it was in some way connected 
with plaintiff." Long’s Hat Stores Corporation v. Long’s Clothes, 
Inc., 224 App. Div. 497, 498, 231 N. Y. S. 107, 108 [18 T.-M. Rep. 
562]; see also, Forsythe Co. v. Forsythe Shoe Corp., 234 App. 

iv. 355, 358, 254 N. Y. S. 584, modified 259 N. Y. 248, 181 N. E. 


It is true that in the two cases just cited it was found that the 
plaintiffs “either formed an intent to engage in the line of business 
which the defendants had commenced or had at one time actually 
been so engaged and contemplated re-entering the business.” That 
however, was not the basis of the decisions. Any doubt on that score 
was removed in Tiffany & Co. v. Tiffany Productions, Inc. | 23 T.-M. 
Rep. 117], where the Court of Appeals affirmed a judgment in 
favor of the plaintiff conducting a jewelry business in New York, 
and elsewhere, restraining the defendant from using the word “Tif- 
fany” in advertising motion pictures. The injunction was upheld 
notwithstanding a vigorous dissent by two Justices of the Appellate 
Division, based upon the proposition that “there is no possibility or 
at any rate no reasonable probability of any present or prospective 
business competition between them [ plaintiff and defendant ].” 
Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 264 N. Y.S. 
459; id., 237- App. Div. 801, 802, 260 N. Y. S. 821; id., 262 N. Y. 
482,188 N. E. 30. See, also, Finchley, Inc. v. Finchly Co. (D. C.) 
40 F. (2d) 736 [19 T.-M. Rep. 406]; R. H. Macy & Co. v. Macys, 
Inc. (D. C.) 39 F. (2d) 186 [20 T.-M. Rep. 165]. 

It is true that in practically all the cases cited both parties were 
doing business in the same localities, although in different lines of 
endeavor. The defendants contend, however, that the plaintiff has 
no right to protection against the use of a trade-mark or trade-name 
beyond the territory in which it operates. 


The law on this subject, as Nims points out, “Is in a most un- 


satisfactory state.’ Nims. Unfair Competition (3d Ed., 1929) p. 
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568. ‘To paraphrase a forceful judicial expression, it may be sug- 
gested whether in these days of rapid and constant intercommuni- 
cation between states and nations any narrow lines of demarcation 
should be established on one side of which should stand moral wrong 
with legal liability, and upon the other moral wrong with legal im- 
munity. Kathreiner’s Malzkaffee Fabriken mit Beschraenkter Haf- 
tung v. Pastor Kneipp Medicine Co. (C. C. A.) 82 Fed. 321, 326. 

Be that as it may, however, some of the cases, with important 
reservations which will later be mentioned, tend to support the 
proposition of law contended for by the defendants. And this ap- 
plies not alone as between two countries, but to different states or 
different sections of the same country, or even, under certain condi- 
tions, different localities in the same state. Hanover Star Milling Co. 
v. Metcalf, 240 U. S. 408, 36 S. Ct. 357, 60 L. Ed. 713 (6 T.-M. 
Rep. 149]; United Drug Co. v. Theodore Rectanus Co., 248 U. S. 
90, 39 S. Ct. 48, 63 L. Ed. 141 [9 T.-M. Rep. 1]; Forsythe Co. v. 
Forsythe Shoe Co., supra. 

The doctrine, however, is not without its limitations: 

First. The original holder of the mark may be entitled to a 
natural field of legitimate trade expansion, although the cases are 
not very definite on this point and indicate that some user, however 
slight, is necessary in the disputed territory. Handler and Pickett, 
Trade-Marks and Trade-Names (1930) 30 Columbia Law R. 168, 
759, at 764; Sweet Sixteen Co. v. Sweet “16” Shop (C. C. A.) 15 
F. (2d) 920 [17 T.-M. Rep. 71]; Western Oil Refining Co. v. Jones 
(C. C. A.) 27 F. (2d) 205 [18 T.-M. Rep. 432]. See, also, Grant 
v. Levitt (1901) 18 Rep. Pat. Cas. 361 (Ireland). The protection 
may be extended to the market in which the meaning of the original 
mark has become known. “We are not dealing with a case where 
the junior appropriator of a trade-mark is occupying territory that 
would probably be reached by the prior user in the natural expansion 
of his trade, and need pass no judgment upon such a case.”’ Han- 
over Star Milling Co. v. Metcalf, supra; cf. Terminal Barber Shops 
v. Zoberg (C. C. A.) 28 F. (2d) 807 [18 T.-M. Rep. 551]; Western 
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Auto Supply Co. v. Western Auto Supply Co. (D. C.) 13 F. Supp. 
525 [26 T.-M. Rep. 126]. 
Second. The doctrine, it has been clearly suggested, does not 


apply where the second adopter is guilty of bad faith or where the 


use is made in such manner as to operate as a fraud upon the public. 


In the Hanover Star Milling Case, supra, where an injunction 
against use in another market was denied, the United States Supreme 
Court indicated that the fraudulant use by the junior appropriator 
would not be permitted. “Where two parties independently are 
employing the same mark upon goods of the same class, but in 
separate markets wholly remote the one from the other, the question 
of prior appropriation is legally insignificant, unless at least it ap- 
pear that the second adopter has selected the mark with some design 
inimical to the interests of the first user, such as to take the benefit of 
the reputation of his goods, to forestall the extension of his trade, 
or the like.” 240 U.S. 403, at page 415, 36 S. Ct. 357, 361, 60 
L. Ed. 713. In the decision of the Circuit Court of Appeals in that 
case, it was specifically held: “If the junior has not established 
his trade in good faith, or if, having appropriated certain markets in 
an honest belief, he should attempt to forestall the elder trader by 
hastening into markets the elder was arranging to occupy, it might 
be that equity would have no difficulty in recognizing an inchoate 
right in the elder to precedence and dominance, for honesty and 
fair dealing should always be a strong appeal to conscience; but no 
such questions are here involved, because on the present record de- 
fendant’s honesty and fairness stand unquestionable.’”’ Hanover 
Star Milling Co. v. Allen & Wheeler Co., supra. 

The good faith of the junior appropriator was again emphasized 
by the Supreme Court of the United States in a later case. “Un- 
doubtedly, the general rule is that, as between conflicting claimants 
to the right to use the same mark, priority of appropriation de- 
termines the question. [Citing cases.] But the reason is that pur- 
chasers have come to understand the mark as indicating the origin 
of the wares, so that its use by a second producer amounts to an 


attempt to sell his goods as those of his competitor. The reason 
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for the rule does not extend to a case where the same trade-mark 
happens to be employed simultaneously by two manufacturers in 
different markets separate and remote from each other, so that the 
mark means one thing in one market, an entirely different thing in 
another. It would be a perversion of the rule of priority to give 
it such an application in our broadly extended country that an in- 
nocent party who had in good faith employed a trade-mark in one 
State, and by the use of it had built up a trade there, being the first 
appropriator in that jurisdiction, might afterwards be prevented 
from using it, with consequent injury to his trade and good-will, at 
the instance of one who theretofore had employed the same mark 
but only in other and remote jurisdictions, upon the ground that its 
first employment happened to antedate that of the first-mentioned 
trader.”” United Drug Co. v. Theodore Rectanus Co., supra. 

The plaintiff contends that its reputation extends far beyond the 
territorial limits of Paris and London and that it has a substantial 
following in New York City and in other parts of the world. If the 


plaintiff as the result of its efforts has become well known in New 


York City, the facts may be shown at atrial. The deliberate appro- 


priation of the name “Prunier”’ is some evidence at least of plaintiff's 
wide repute. Cf. Hiram Walker & Sons v. Penn-Maryland Corp. 
(C. C. A.) 79 F. (2d) 836 [26 T.-M. Rep. 67]; Mark Realty Corp. 
v. Hirsch, 180 App. Div. 549, 168 N. Y. S. 244. 

There is presented in this case a situation in which, it is urged, 
the court should set its face against a conception of business stand- 
ards indefensible from an ethical viewpoint and amounting to an 
aggravated form of commercial piracy. The wise and expedient 
procedure, from the standpoint of the plaintiff itself, would be to 
defer the granting of the full relief sought until the trial, after 
both sides have had an ample opportunity to submit their proofs. 

There has been some delay in making this application. To await 
an early trial will not, under the circumstances, cause irreparable 
injury to the plaintiff. It will eliminate the necessity for filing a 
bond in a substantial sum. It will result in a definite finding with 


respect to charges of affirmative acts of misrepresentation, an im- 
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portant element in the case, concerning which the affidavits are in 
conflict. 

Some measure of relief, however, plaintiff is entitled to receive 
immediately. The application will therefore be disposed of as fol- 
lows: The motion for an injunction pendente lite will be granted 
for the full relief sought, unless defendants will stipulate to proceed 
to an immediate trial. If such stipulation be made, the defendants 
will be enjoined, pending the trial of the action, (a) from conducting 
any restaurant business in New York City under the name of 
‘“Prunier de Paris, Inc.’’; (b) from representing verbally or in writ- 
ing that it is in any way connected or identified with the restaurants 
conducted by plaintiff in Europe; (c) from using in any way the 
trade-mark of plaintiff, “T'out ce qui vient de la mer,” or any trans- 
lation thereof; (d) from employing on its menu, or its cards, or in 
its advertising, or in any other manner, words, phrases, or trade- 
marks calculated to emphasize the similarity of names of the plaintiff 
and defendant companies in such a way as to suggest to the public 
an identity of origin or management. 

Upon the stipulation of the defendants and the payment by plain- 
tiff of the prescribed fees, the clerk will be directed to place the cause 


for trial at the head of the calendar of Special Term Part III for 


May 25, 1936, or such other date as may be agreeable to the plain- 
tiff. Bond $250. Settle order. 


INTERSTATE DisTILLeries, INc., ET AL. V. SHERWOOD DISsTILLING 


CoMPANY, ET AL. 
Court of Appeals of Maryland 
December 8, 1937 


Trape-M arKsS—ABANDON MENT— TEST. 

Abandonment of a name and mark does not render them open to 
use on another product until their special meaning to the public is 
lost, or there is in the labels some adequate notification of the change. 

Trape-Marks—INFRINGEMENT—“SHERWOOD” ON WHuISKEY—DISsTINGUISH- 
ING FEATUREs. 

The use by complainants on their labels of certain features intended 

to identify their brand of whiskey with the original “Sherwood” whiskey, 
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such as the use of the word “Brand” in small type on a barrel head 
in place of the old word “Pure,” the same scroll and the same heavily 
shaded script of the word “Sherwood,” together with a statement of 
the age of the whiskey, on a whiskey not made according to the original 
formula gave buyers the impressions that the old make of whiskey was 
being continued. Complainants, therefore, held not entitled to protec- 
tion in the use of their label and trade-mark. 
In equity. Action for unfair competition. From a decision of 
the Circuit Court of Baltimore City granting an injunction, de- 


fendants appeal. Reversed. 


Vernon Cook and Eugene Frederick, both of Baltimore, Md., 
for appellants. 

J. Craig McLanahan and Kenneth C. Proctor (France, McLana- 
han & Rouzer and Melvin D. Hildreth, on the brief), all of 
Baltimore, Md., for appellees. 


Bonp, C. J.: The contest in the case is one over the use of the 
name and trade-mark of the former manufacturers of Sherwood 
Whiskey. In the year 1924, while the Eighteenth Amendment to 
the Federal Constitution and the Act of Congress prohibiting the 
manufacture and sale of whiskey for beverage purposes were in 


force, Louis Mann bought all the whiskey distilled and owned by 


the Sherwood Distilling Company, an old corporation, and acquired 


the right to use in the resale of it the name and identifying mark 
used on that whiskey since 1890. The original company then dis- 
continued all business, its plant was dismantled, and its land sold, 
and ultimately its charter was forfeited under the laws of Maryland 
for non-payment of taxes. Code, Art. 81, Sec. 103. Mann sub- 
sequently caused a Sherwood Distilling and Distributing Company 
to be incorporated for the disposal of the whiskey purchased, and 
as the stock diminished that corporation extended the business and 
the use of the mark and name to other whiskey of a variety of kinds 
and origins, and has since, to some extent, sold gin, brandy and rum, 
under the Sherwood name and mark. Some time after the repeal of 
the Prohibition Amendment in 1933, the appellants, more particu- 


larly Haim, claiming succession to the right and title of the original 
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Sherwood Company by virtue of ownership of all its capital stock, 
started to put on the market a rye whiskey under the same name 
and mark; and the appellees, denying the succession, and asserting, 
first, ownership by transfer to themselves, and, then, by amendment, 
asserting that there had been an abandonment of the mark and name 
by the original company, throwing them open to their appropriation, 
were granted an injunction to restrain the threatened use. The de- 
fendants and appellants, in addition to making claim to the right 
of the original company, urge that whatever their own right or lack 
of right, the complainants are guilty of fraud in some misstatements 
of ownership, and in the promiscuous, misleading use of the name 
and mark, and are not entitled to the protection of a court of equity 
in it. 

The whiskey had been manufactured by members of a Wight 
family at Cockeysville, Baltimore County, since 1868. It was 
known as a straight rye, or a pure rye and malt whiskey, and was 
distilled upon a secret formula from a mixture of grains at least 80 
percent of which were rye, had some advantages from water at the 
site, was one of the best, possibly the best, of rye whiskies in the 
country, and the highest priced; and it was sold in large quantities. 
The distillery was the largest in the State. In 1882, the owners 
were incorporated under the name of the Sherwood Distilling Com- 
pany, and in 1890 the distinctive trade-mark was adopted. It need 
not be described here in detail, for the labels subsequently used con- 
tinued the distinguishing features of the original ones, and despite 
some differences would all, in the opinion of the court, certainly 
strike ordinary observers as the same. Only close examination would 
have given notice of words altered or inserted. We understand it 
to be conceded, indeed, that if the right to use the original mark 
remained in another, the labels subsequently used by the appellees 
would constitute an infringement, and there would be a case for an 
injunction to restrain it. The mark was registered by the original 


company in 1913. 


Distilling was stopped, and, as it proved, finally stopped under 
orders of the Federal Government in 1917, during the war, the in- 
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dustry being classed as a non-essential one. Three years later, in 
1920, national prohibition intervened. Harry B. Wolf, of Baltimore, 
acting for clients, bought from the Wights a majority of the capital 
stock of the company, and Haim testifies that he acquired first ‘hat 


majority, and later the remaining capital stock outstanding, so that 


he became the sole owner of all of it. Under the new ownership ihe 


sale of the whiskey was continued until 1924, to supply the demand 
for medicinal liquor. The whole of the whiskey remaining was, how- 
ever, concentrated in a warehouse under governmental supervision, 
and the new owners then made the sale to Louis Mann of all they 
owned, specifying it in a list of barrels, and with the sale gave the 
privilege of using on the whiskey the Sherwood name and mark, as 
stated. 

With the purpose of facilitating Mann’s sales under an existing 
federal permit to the original company, the shares of stock of that 
company were placed in escrow, new directors were elected, and the 
books and records were turned over to them. But litigation by a 
creditor interfering, this supplemental arrangement was abandoned, 
and the shares were returned. The books and records, except the 
stock book, were returned in 1926. 

The directors of the original company held their last meeting on 
December 11, 1924. And shortly after the sale of the whiskey, the 
distillery and warehouse at Cockeysville were dismantled, and the 
equipment sold; and the land was sold in 1926. It was in 1927 that 
the charter of the original company was forfeited for failure io 
pay taxes. Reports to the State Tax Commission by a former 
officer in 1925, 1926 and 1927, declared that the business had been 
discontinued. 

In 1928, Mann formed his new corporation, the Sherwood Dis- 
tilling and Distributing Company, to dispose of his whiskey. And 
under that name registration of the trade-mark was applied for and 
obtained, upon representations that the new company was the owner, 
and that the mark had been used by it and by its predecessor from 
whom it derived its title for ten years next preceding February 20, 


1905. The expansion of the business and use of the marks began 
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then, whiskey of any kind, purchased from any source, some of it 
distilled mainly from corn, being sold under the same name and 
mark, with the addition of the word “Brand,” in small type, to the 
name Sherwood, in conformity with a requirement of the Federal 
Prohibition Bureau. 

Upon the repeal of prohibition, in 1933, the new company had 
the trade-mark registration to the original company renewed in the 
new company’s name. In 1934, another new corporation, a Sher- 
wood Distillery Company, was formed by Mann under the laws of 
Delaware for distilling whiskey to be distributed by his Distilling 
and Distributing Company, and the Delaware corporation has now, 
beginning shortly after the institution of this suit, large distilleries 
in operation. Mann testifies that it produces a whiskey made from 
the secret formula of the original company, a copy of which was 
found in the books turned over to Mann in 1924. 

The defendant and appellant Haim, who testifies that he became 
the actual owner of the capital stock of the original company, does 
not appear after 1924 in the records of the company introduced in 
evidence, and others do appear as the owners. There is evidence of 
a claim of ownership of all the stock in a Nathan Curson, one who 
appears as president of the company. The stock book was not 
produced in evidence, nor was summons issued for those who may 
have had it. Haim testifies, however, that he placed the stock in 
the names of others, who were his agents, and that the certificates 
were all indorsed for transfer to him as might be needed. Appar- 
ently, then, he is not a stockholder of record, and is not one of the 
directors who might be trustees of the remaining assets on dissolu- 
tion. Code, Art. 23, Sec. 92; Distillery v. Distillery Co., 168 Md. 
212, 220. 

An Act of the Maryland Assembly, of 1931, Chapter 381, hav- 
ing provided the necessary extension of -time for revival of forfeited 
charters, Haim, after engaging in the sale of other whiskies, took 


up with Mr. Wolf in 1933 a question of revival of the old Sher- 


wood charter. This brought on a conference with Mann’s attorney, 


in which Mr. Wolf threatened resistance to the continued use of 
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the name and mark by Mann’s company. No action was taken by 


Haim, however, until 1935, when his attorney submitted to the 
State Tax Commission articles for the revival. These were with- 
drawn for amendment, and the name Sherwood Company, Inc., was 
reserved for Haim’s use until January of 1936. In September, 
1936, shortly before the hearing of this case below, after some 
months of inaction, the amended articles for revival were submitted 
to the Commission, and October, 1936, the franchise taxes were paid 
for the years intervening since the last previous payment. But the 
revival was never completed. Haim, in 1935, began selling whiskey 
under the old Sherwood label, or a label substantially the same, bear- 
ing the words, “Bottled by Interstate Distilleries, Inc., Baltimore, 
Md.” The whiskey was distributed through three other corpora- 
tions, one of them a company controlled by Haim in New York. The 
complainants’ bill for an injunction followed. 

There is an obvious difficulty in adjudging Haim to be the owner 
of the capital stock of the original company, for his testimony stands 
alone to dispose of the possibilities of which warning is given in 
statements of ownership in others not heard, and the uncertainties 
of evidence in records and testimony not produced. But the question 
need not be adjudicated. Nor need consideration be given now to 
the position of a mere stockholder without a corporation. Code, 
Art. 23, Sec. 95. 

Abandonment of the business, and even of corporate existence, 
is of course, abandonment of a right to use the name and mark for 
the product, at least while the situation continues unchanged. 
Coupling of the abandonment in this instance with an arrangement 
to continue identification of the whiskey by the name and mark in 
sales during an indefinite future complicates the question of right 
of resumption, for it is agreed that abandonment under compulsion 
may not foreclose a right ta resume when the compulsion is lifted. 
Poiret v. Jules Poiret, Ltd., 37 R. P. C. (Ch. Div. 1920) 177; 
Baglin v. Cusenier, 221 U. S. 580 [1 T.-M. Rep. 147]; Rey v. 
Lecouturier (1908), 2 Ch. 715. And see study of “Liquor Trade- 


Marks Since Repeal,” 2 Geo. Washington Law Review, 419, 430; 
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Nims, Unfair Competition, etc.,3 Ed. 1017. But because of the pos- 
sibility of unheard claimants to the capital stock of the old Sherwood 
Company, as well as because of an absence of necessity for it, the 
court does not decide in this case the question of conclusive abandon- 
ment by that company. The conclusion reached on the complainants’ 
right to appropriate the name and mark to the uses now made de- 
cides the case. 

Objection has been made that the complainants disqualified them- 
selves for receiving the aid they ask for from a court of equity, 
whatever their right might be otherwise, because of their past repre- 
sentations to the agencies of the Federal Government in applica- 
tions for registration of the name and mark, that they owned them. 
But if these were conscious misrepresentations they would constitute 
past wrongdoing which would not affect the present proceeding. See 
Sheeler v. Holt, 161 Md. 366, 370. In Ford v. Foster, L. R. 7 Ch. 
App., 611, a misrepresentation that the complainant was a patentee 
did not prevent the assertion of rights. 

But if it be assumed that there was a complete abandonment by 
the old company of the name and mark of the original Sherwood 
whiskey, subject to the arrangement for continuation of them as 
identifying marks in future sales, does that fact alone answer the 
question of the right of an appropriator to put out other whiskey 
under the marks? ‘To suggest an extreme case: If the marks had 
declared conspicuously, and in words, that the whiskey in the con- 
tainer was made by the original Sherwood Distilling Company, 
should an abandonment of the marks, along with existence as a cor- 
poration, empower an appropriator to put out other whiskey under 
that declaration, and claim the protection of the court in it? A 
trade-mark or name is a declaration of origin and quality to the 
extent that associative significance has been built up for it in a busi- 
ness career. The complainants contend that an abandonment does 
leave the name and mark open to appropriation and use without re- 
gard to deception of the public as a consequence of continuation of 


the old association. But in that conclusion the court has not agreed. 


There would seem to be no more reason for protecting deception by 
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appropriation of an old mark than for protecting it when resulting 
from a direct misstatement of fact. Siegert v. Abbott, 61 Md. 276; 
Kenny v. Gillett, 70 Md. 574; Stonebraker v. Stonebraker, 33 Md. 

52; Manhattan Medicine Co., 108 U. S. 218. And if this is true, 
an abandonment of a name and mark does not render them open to 
use on another product until their special meaning to the public is 
lost, at least not unless there should be in the labels some adequate 
notification of the change. In Ford v. Foster, L. R. 7 Ch. App. 611, 
Mellish, J. J., said: 


Then what is the test by which a decision is to be arrived at whether a 
word which was originally a trade-mark has become publici juris? I think 
the test must be, whether the use of it by other persons is still calculated 
to deceive the public, whether it may still have the effect of inducing the 
public to buy goods not made by the original owner of the trade-mark as if 
they were his goods. 

And in one of the several studies of trade-mark rights in Volume 
30 of the Columbia Law Review, a writer on the effect of abandon- 
ment observes, page 697, “The soundest of the decisions lay the 
groundwork for two constructive rules. ... (II) The survival of 
the associative significance of a mark measures the period during 
which the mark cannot be appropriated by another.” Nims, Unfair 
Competition, etc., 3 Ed., Secs. 390, 391 and 392. 


There seem to be a few cases announcing the principle in these 


terms, but it is the principle applied in the numerous cases in which 


it has been held that even when the right to a name and mark have 
been transferred, but without transfer of the old business with which 
they have been associated, they cannot be used in such a way as to 
continue the association for the new, altered use. 


The mere sale of a trade-mark apart from the article to which it is 
affixed, confers no right of ownership because no one can claim the right to 
sell his goods as manufactured by another. To permit this to be done would 
be a fraud upon the public. 


Witthaus v. Braun, 44 Md. 303, 306; Wilmer v. Thomas, 74 Md. 
485. 

The public has a right to know the origin of goods and commodities 
which it purchases. The public comes to recognize commodities designated 
by a particular mark as the product of a certain dealer, and as containing 
certain characteristics and qualities. If the owner of a mark be permitted 
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to sell it, unaccompanied by the business by which it has become known 
to the trade, for use on goods of the same general class, but possessing 
different characteristics and qualities, one of the purposes of the law has 
failed, and a fraud upon the public sanctioned. 

Mayer Co. v. Virginia Carolina Chem. Co., 35 App. D. C. 425, 
428. Mulhens & Kropf v. Mulhens, Inc., 43 F. (2d) 937, 939 
[21 T.-M. Rep. 4]; Powell v. Valentine, 106 Kans. 645, 648; 
Lemoine v. Ganton, 2 E. D. Smith, 343; Independent Co. v. Boor- 
man, 175 Fed. 448, 455. 

Here the complainant’s use started with a marking identifying, 
and truthfully identifying the purchased whiskey as that of the 
original corporation; and that identification was kept up with the 
sale of the original whiskey until shortly before the suit. The old 
labels were continued unchanged on that whiskey. And in the sub- 
sequent use on other goods variations in the labels appear avoided, 
as far as possible, in a studied effort to continue the associative 
significance for the changed goods. In 1928, when it was con- 
sidered desirable to meet the demand for medicinal whiskey, and 
the complainants, as supposed owners of the name and mark, ex- 
tended the use to a variety of liquors, they substituted the word 
“Brand” in small pica type on a barrel head in the label in the place 
of the old word “Pure,” or above the barrel and a surrounding scroll. 
Labels in comparatively small type on the backs of the bottles stated 
the names of distillers, but this would be rendered ineffectual as a 


notice by the continuation on the front of the distinctive mark with 


the same barrel, the same scroll, the same heavily shaded script of 


the word “Sherwood” over all, and the same old English type un- 
derneath the barrel and scroll for the name Sherwood Distributing 
and Distilling Company, and, added to these, some outline type of 
the same size, all to present the same picture substantially. At the 
top of some of the labels a statement of age of the whiskey, such as 
“17 Years Old,” was placed, and the natural effect was left to cor- 
rection by the appearance on the back label of the name of a dis- 
tiller other than that of the Sherwood Distilling Company. It was 
not Sherwood whiskey as known to the trade. The impression 


among many buyers that the old make of whiskey is being continued 
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seems certain to follow. The facts speak for themselves. Katz Co. 
Corticelli Silk, 29 F. (2d) 874 [18 T.-M. Rep. 579]. 
In the opinion of the court the complainants cannot be protected 
in their use, and their bill must be dismissed. 


Decree reversed and bill dismissed with costs. 





DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Frazer, A. C.: Held that applicant is not entitled to register 
as a trade-mark for alloy steel a mark consisting of the term “‘Cen- 
tralloy” in view of the prior use by opposer of the terms “Central 
Alloy Division” and “Central Alloy District’’ in association with 
its own name on labels on its goods. 

In the decision, after stating that the Republic Steel Corpora- 
tion was successor to Central Alloy Steel Corporation and used the 
above referred to terms on its labels in order to perpetuate the good- 
will of the latter corporation and, noting that the Examiner of In- 
terferences dismissed the opposition on the ground that the opposer 
had shown no trade-mark use of the words “Central Alloy,” the 
Assistant Commissioner said: 


I do not think that view finds support either in the statute or in the 
authorities. Section 6 of the Trade-Mark Act provides for opposition by 
“any person who believes he would be damaged by the registration of a 
mark” ; and it has frequently been held, both by the Court of Appeals of 
the District of Columbia and the Court of Customs and Patent Appeals, 
that this language does not necessarily contemplate the violation of an 
opposer’s trade-mark rights as an element of damage. 


He then, after stating that the expressions “Central Alloy Divi- 


sion” and “Central Alloy District’’ have come to identify as that of 
opposer the merchandise to which they are applied in advertising, 
said: 

While I agree with the Examiner of Interferences that such use by 
opposer of the words “Central Alloy” has been in no sense a trade-mark 
use, I cannot escape the conviction that registration to a competitor of 


these words or their equivalent would result in confusion, and that opposer 
would probably suffer damage. Upon the record before me, the likelihood 











DECISIONS OF THE COMMISSIONER OF PATENTS 53 


seems apparent that a large proportion of prospective purchasers, seeing 
the trade-mark “Centralloy” applied to alloy steel products, would assume 
that such products originated with opposer.’ 


Mackin, F. A.C.: Held that Paula A. M. Breese is not entitled 
to register, under the Act of 1905, the term “Tampad” as a trade- 
mark for Absorbent Catamenial Tampons, and that the registration 
which she had obtained for that mark should be cancelled. The 
ground of the decision is that the mark is confusingly similar to 


the term “Tampax,” registered by the predecessor in business of 


the Tampax Sales Corporation, on an application filed prior to any 


date of use established by Mrs. Breese of the term “Tampad” as a 
trade-mark. 

In his decision the First Assistant Commissioner held that the 
Examiner of Interferences properly refused to consider testimony 
taken in another opposition and offered as an exhibit by the Tampax 
Sales Corporation. 

After noting that the Examiner of Interferences had held that 
the certificate of the trade-mark registration had not been properly 
introduced in evidence, the First Assistant Commissioner, after 
noting that a printed copy of the registration had been produced 
before the Examiner of Interferences, said: 

It seems clear to me that the Patent Office may take proper notice of 
such a registration to the extent that it is at least a prima facie showing 
of what it purports to be. The appellee-registrant had due notice in the 
application for cancellation of this registration and it does not seem proper 
to ignore this registration for the mere reason that the appellant here failed 
to formally introduce it as an exhibit, inasmuch as it has been at all times 
before the parties and the tribunals in this proceeding. 

He then, after stating that the appellee, Mrs. Breese, must show 
trade-mark use to the extent of overcoming the presumption arising 
from the filing of the application for registration and subsequent 
registration of the word “Tampax,” said: 


Doubtless the best proof of title would have been to produce the assign- 
ment and proper testimony pertaining thereto. However, I am persuaded 
that the applicant-appellee to prevail here must overcome the aforesaid 


1 Republic Steel Corporation v. Central Iron & Steel Company, Opp’n 
No. 15,069, 159 M. D. 1,014, November 8, 1937, 
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presumption of the registration and presumed use of “Tampax” for “sani- 
tary absorbent tampons” at least as early as February 5, 1932. 

He then stated that the entire testimony was sufficient to estab- 
lish that Tampax, Inc., was in existence late in 1931 and had begun 
trade-mark use of the term ““Tampax’”’ prior to February, 1932, and 
that the testimony of Mrs. Breese was insufficient to show a trade- 
mark use of the word “Tampad” prior to February 5, 1932, the 
date on which the application for the registration of the term 
“Tampax” was filed, and then said: 

I, therefore, find that the prima facie presumption of the “Tampax” 
trade-mark registration should stand and that it has not been overcome by 
satisfactory testimony of trade-mark use by the appellee Breese, that 
aside from placing the allegation in issue by the answer filed by the 
respondent Breese there is no attempt to contradict the statement of the 


witness Davis, for the appellant that Tampax Sales Corporation is the 
successor to Tampax, Inc., registrant of the “Tampax” trade-mark.* 


Mackuin, F. A. C.: Held that applicant is not entitled to 


register the word “CoFlo” as a trade-mark for partially defatted 


cooked cottonseed flour in view of the prior adoption and use by 


opposer of the word “‘Covo” as a trade-mark for a vegetable short- 
ening composed of cottonseed oil and other vegetable oils. After 
noting that the Examiner of Trade-Mark Interferences had found 
in substance that the goods of the parties are specifically different 
and there are certain differences between the marks so that confu 
sion would not be likely, the First Assistant Commissioner said: 


It seems to me that the goods of the parties, while not identical, are 
certainly of the same descriptive properties within the meaning of the 
statute. There is in part at least a common origin, that is, from cotton-seed, 
and both are used in the making of baked goods. As to the similarity of the 
marks, the Examiner of Trade-Mark Interferences noted that “CoFlo” is 
displayed within a panel and applicant points out that the mark is never 
used without the enlarged “F” and the mark being drawn at a slight angle 
with the horizontal. 


He then said: 


It seems clear, however, that the two marks are strikingly similar and 
sound very much alike, and it seems reasonable to me that there must be a 
large class of purchasers even of the fifty and one hundred pound packages 


9 


2 Tampax Sales Corporation v. Paula A. M. Breese, Canc. No. 2,972, 159 
M. D. 1,022, November 13, 1937. 
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of such goods who would not be discriminating and who were not necessarily 
educated English-speaking people, and further it seems reasonable that 


the sale of such products in small packages is a natural development of such 
business. 


And then, after stating that the word “Covo” is not descriptive 
of the goods and that it would not constitute a substantial distine- 
tion to change its spelling or appearance slightly while keeping the 
sound, said: 


These variations are open to the original user and owner. The nature 
of the goods and their use are clearly of the same descriptive properties 
and therefore there seems to be no difference either in the words or in the 
goods such as could be considered to be cumulative, as was held by the 
Examiner of Trade-Mark Interferences. “Covo” is an arbitrary, coined 
word, and I believe the case distinguishes from such cases. . . . (Onsco 
Photoproducts, Inc. v. Eastman Kodak Co., 19 F. [2d] 720, 57 App. D. C. 
246 [20 T.-M. Rep. 338]; AKraft-Phenia Cheese Corporation v. Von Allmen 
Preserving Co., Inc., 28 U. S. P. Q. 486, 464 O. G. 960; Lever Bros. Co. v. 
Riodela Chemical Co., 41 F. [2d] 408, 17 C. C. P. A. 1272 [20 T.-M. Rep. 
311]; Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. [2d] 752 
[27 T.-M. Rep. 78]). It seems to me that in this case confusion would be 
inevitable.® 


Mackuin, F. A. C.: Held that applicant is not entitled to regis- 


ter the term “Kodak City” as a trade-mark for nonalcoholic, non- 


cereal, maltless beverages sold as soft drinks in view of the use by 


opposer of the term “Kodak’’ as a trade-mark for various organic 
chemicals used as ingredients in soft drinks. 

In his decision, after noting that the Examiner of Interferences 
had found the record did not show that either party dealt in mer- 
chandise sold by the other and that he was aware of no trade-mark 
practice which would justify the assumption that the same traders 
handled the same classes of goods, the First Assistant Commissioner 
said: 

I think, however, that the opposer has made a fair showing under the 
confusion in trade clause, as well as the name clause of Section 5 of the 
Trade-Mark Act. It is common knowledge that its kodak supplies are sold 
in many kinds of retail establishments. Everyone who has bought photo- 
graphic equipment has seen that equipment displayed in drug stores, soda 


fountains, confectionery and drink stands and the like. It seems to me 
that the use of “Kodak City” by the applicant upon a soft drink would 


‘Lever Brothers Company vy. Traders Oil Mill Co., Opp’n No. 15,365, 159 
M. D. 1,026, November 17, 1937. 
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inevitably raise the question whether the word “Kodak” applied to such 
soft drinks was an authorized use of a part of the business of the Kodak 
Company. 

Then, after referring to the argument for the applicant that 


there was no rational basis for holding the goods to be of the same 


descriptive property and no ground upon which confusion may be 


predicated, he said: 

I find, however, that the manufacture and sale of the numerous chemi- 
cals by the Eastman Kodak Company since 1920 and 1925, and actual use 
of these chemicals by it for purposes of soft drinks, do meet the re- 
quirement of their being goods of the same descriptive properties, and I 
find that the word “Kodak” has accompanied the products of the Kodak 
Company on such goods. 


He then said: 


Consideration of this case from the wide variety of practical standpoints, 
in view of the outstanding character of this well known, arbitrary mark, 
and of the decisions cited by the parties, and particularly attempts to apply 
the decisions cited by the applicant, leads me to the conclusion that this 
applicant should not be allowed to register the word “Kodak,” with or 
without the additional word “City,” and for the reasons above stated I find 
that the requirements of the statute are met in respect to confusion in trade 
and similarity of goods.* 


Mackuin, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the term ““Asmatone” as a trade-mark for 
asthma and hay fever capsules in view of the prior registration to 
another of the term “Asthma-Tol”’ as applied to an asthma medicine. 

After noting applicant’s argument that the term “Asthma’’ is 
descriptive of the goods here involved and that in determining 
whether applicant’s mark is registrable one must look to the dif- 
ferences in the marks and referring to the decision in AKraft-Pheni« 
Cheese Corporation v. Von Allmen Preserving Co., Inc., 28 U. S. 
P. Q. 486, 464 O. G. 960, in which “Magic Mix” and “Miracle 
Whip” were held to be similar, he said: 

I think there is a definite distinction between this and cases such as that 
involving “Magic Mix” and “Miracle Whip” where the mark involved is 


not descriptive but is arbitrary and merely suggestive, in that in such 
cases as the one cited a greater difference is likely to be necessary to avoid 


*Kastman Kodak Company, Eastman Kodak Company (New Jersey) 
Assignee, Substituted v. Qualtop Beverages, Inc., Opp’n No. 15,865, 159 
M. D. 1,029, November 24, 1937. 
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confusion that where the earlier registrant has simply added something to 
the natural usual English descriptive word relating to his product. 
+ * * 

In the present case the similarity between the two marks results from 
the use of the word “Asthma.” The applicant merely shortens the word and 
adds “Tone.” The edrlier registered mark adds “Tol” to the word 
“Asthma.” The resulting words “Asmatone” and “Asthma-Tol” seems 
so close that registration of “Asmatone” is precluded by that portion of 
Section 5 of the statute which says, “. . .. or which so nearly resemble a 
registered or known trade-mark owned and in use by another and appropri- 
ated to merchandise of the same descriptive properties as to be likely to 
cause confusion or mistake in the mind of the public or to deceive purchasers 
shall not be registered.® 


Frazer, A. C.: Held the Compania Ron Daiquiri, S. A., of 
Habana, Cuba, is not entitled to register, under the Act of March, 
1920, the term “Daiquiri” as a trade-mark for rum. The ground of 
the decision is that the mark is confusingly similar to certain regis- 
tered marks consisting of the words “Daiquiri Bacardi’ and 
“Bacardi Daiquiri.’ The ground of the decision is that the goods 
are the same and the marks are confusingly similar. 


With reference to applicant’s argument that the registrant has 


no exclusive right to the word “Daiquiri” because it is descriptive 


and has in effect been disclaimed, the Assistant Commissioner said: 


Assuming that to be true, the fact remains that it forms a part of the 
registered marks and must be so considered in determining the question 
of confusing similarity. Joseph Tetley & Co. v. Bay State Fishing Co., 23 
C.C. P. A. 969, 82 F. (2d) 299 [26 T.-M. Rep. 217]. 


With reference to applicant’s argument that there can be no 
refusal to register a mark under the Act of 1920 merely because of a 
prior registration but it must be shown that the mark was actually 


used in trade, the Assistant Commissioner said: 


In this connection counsel submits a copy of a paper filed by the regis- 
trant in an opposition proceeding in which one of the registered marks was 
involved, and seeks to have the statements there made construed as an ad- 
mission that no such use of the mark has occurred. I do not find it necessary 
to determine the meaning or effect of the paper referred to, because so long 
as the marks remain on the register it is my opinion that they stand as a bar 
to the registration, under either act, of confusingly similar marks for goods 
of the same descriptive properties as those to which they are appropriated. 


5 Ex parte National Research Products Company, Ser. No. 371,036, 159 
M. D. 1,033, November 26, 1937. 
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The construction of the statute for which counsel contends might often 
result in the very confusion which it was intended to prevent.® 


Frazer, A. C.: Held that applicant is not entitled to register 
the words “Rasoline Molinard”’ as a trade-mark for shaving cream 
in view of the prior adoption, use and registration by the opposer 
of the term “Razalon” as a trade-mark for a beard softener. 

In his decision, after noting that the Examiner of Interferences 
held the two marks as applied to the respective goods confusingly 
similar, the applicant’s only contention was that the marks are not 
confusingly similar, the Assistant Commissioner said: 

Applicant’s mark, as shown on the drawing and on the specimen labels, 
displays the word “Rasoline” above the word “Molinard” and in sub- 
stantially larger type, with a considerable space separating the two words. 
This arrangement accentuates the first word, and renders the probability of 
confusion greater, perhaps, than it would be otherwise. Quite independently 
of that circumstance, however, I am convinced that the marks “Razalon” 


and “Rasoline Molinard” are too nearly alike to be used without confu- 
sion on goods so closely related as are those of the present parties.‘ 


Descriptive Terms 


Frazer, A. C.: Held that applicant is not entitled to register. 


under the Act of 1905, as a trade-mark for tags a mark consisting of 


the representation of a circular seal having printed thereon the 
words “Certified Cold Storage Vaults’ and “American Institute of 
Refrigeration” where this mark was displayed on tags designed to 
be placed on an article which had been stored as a guarantee to the 
owner that the article was stored in a certified cold storage vault, 


the Assistant Commissioner said: 


Obviously, the mark sought to be registered is descriptive of the cold 
storage vaults to which it refers, and would necessarily be so understood 
by the public. For that reason I am constrained to agree with the Examiner 
that it can have no trade-mark significance as applied to applicant’s tags. 
The mark is a constituent part of the tag itself, and serves no other pur- 
pose.* 


® Ex parte Compania Ron Daiquiri, S. A., Ser. No. 387,433, 159 M. D. 
1,037, November 29, 1937. 

* Razalon Corporation v. Pierre Amouroux, Inc., Opp’n No. 15,938, 159 
M. D. 1,042, November 30, 1937. 

* Ex parte The American Institute of Refrigeration, Ser. No. 372,231, 
159 M. D. 1,036, November 29, 1937. 
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Geographical Terms 


Mackuin, F. A. C.: Held that applicant is not entitled to regis- 


ter as a trade-mark for bathrobes, lounging robes, beach robes, 
lounging gowns, lounging pajamas, smoking jackets and negligees, 
a mark consisting of the words “Susquehanna Robes by Royal,’ in 
association with a pictorial representation of an Indian in a canoe 
and lines suggesting water in one corner and in another corner a 
bow and arrow. 

The ground of the decision is that the word “Susquehanna”’ is 
geographical and that the mark, by reason of inclusion of this word, 
is confusingly similar to the mark “‘Suskana’”’ which had been regis- 
tered for various piece goods and articles of wearing apparel by 
the predecessors of the opposer. 

In his decision, the First Assistant Commissioner said: 

The Examiner's holding as to the geographical nature of the word 
“Susquehanna” and that it is the predominant word and part of the mark, 
the spoken word by which the mark would be known, is believed to be cor- 
rect. I cannot agree with the contention that other features of the mark 
make it such a composite mark as will take it out of the clause of the 
statute prohibiting registration of geographical names. 

He then, with reference to opposer’s right to oppose on the 
alleged ownership of the three “Suskana” marks, and noting that 
the registrations of these marks had been renewed by the Susque- 
hanna Silk Mills, as assignee, and that there was in the record a 
certified copy of an order of the United States District Court for 
the Southern District of New York directing transfer of property 
and otherwise providing for carrying out a plan of reorganization, 
said: 

It seems to show opposer’s right to these marks and accordingly its 
right to be heard as opposer here. I am, therefore, unable to disregard 
opposer’s apparent ownership of these registrations and the presumptions 
of use which follow from ownership. . . . However, it must be presumed 
that these trade-marks here are properly renewed, there being no showing 
to the contrary and on the other hand some showing of the propriety of 
opposer’s present position, as well as the prima facie showing of the 
copies of the trade-marks themselves, and I find that the opposer at least 


has the presumption of likelihood of damage from the use of the word “Sus- 
quehanna” for the goods stated. 
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He then further said: 





It follows, therefore, that the registration of applicant’s mark should 
be refused as consisting primarily of a geographical word, which of itself 
is sufficient. Further, the concurrent use of the words “Susquehanna” and 
“Suskana” upon goods of the same descriptive properties, and particularly 
goods of the same character, would likely cause confusion, and for this 
reason also, the registration should be refused. It becomes unnecessary to 
pass upon the question of whether the name clause of Section 5 also nega- 
tives the right of registration, as was held by the Examiner of Trade-Mark 
Interferences.® 


Goods of Different Descriptive Properties 








Mackuin, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for crackers or biscuits, a mark comprising a repre- 
sentation of a star shown in white, but not limited as to color, below 
which are the representations of ribbons bearing the words “Star 
Biscuits” and “of America, Inc.,’’ notwithstanding the prior adop- 
tion and use by opposer of the words “Red Star’ and the representa- 
tion of a star printed in red as a trade-mark for yeast. 

In his decision, after noting that the Examiner of Interferences 
had found that there was a difference between the marks of the 
parties and considerable difference between the products upon which 
they are used, and these differences are sufficient to make it seem un- 
likely that confusion in trade would result, the First Assistant Com- 


missioner said: 





Broadly considered, yeast and crackers and/or biscuits are in my opinion 
goods of the same descriptive properties. However, they are of markedly 
different character. The opposer’s mark comprises the words “Red Star” 
and a representation of a five-pointed star beneath these rather prominently 
printed words. The applicant’s mark comprises a star shown and used as 
white, but not limited as to color, and above and below which are repre- 
sentations of ribbons bearing the words “Star Biscuits” and “of America, 
Inc.,” respectively. 












He then, after referring to the decision in Vick Chemical Co. v. 
Central City Chemical Co., 22 C. C. P. A. 996, 75 F. (2d) 517 
[25 T.-M. Rep. 179], said: 

® Henry Schniewind, Jr., and Irving Trust Company, as Trustees of Sus- 


quehanna Silk Mills, Debtor (Susquehanna Silk Mills, Assignee, Substi- 


tuted) v. Royal Robes, Inc., Opp’n No. 15,063, 159 M. D. 1,018, November 
9, 1937. 
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I agree with the Examiner of Trade-Mark Interferences that these dif- 


ferences here are cumulative and sufficient to make confusion in trade un- 
likely.!° 


Goods of Same Descriptive Properties 


Frazer, A. C.: Held that applicant is not entitled to register 
the word “Alycin” as a trade-mark for a preparation for the treat- 
ment of common colds, neuralgia, rheumatism, and the like, in view 
of the prior adoption and use by opposer of the term “Anacin’” as a 
trade-mark for a medicinal preparation for internal use for the 
treatment of headache, neuralgia, etc. In his decision, after discus- 
sing the testimony relating to use by the opposer, the Assistant Com- 
missioner said: 

Opposer having thus shown its own use to have commenced at least a 
month earlier than any use established by applicant, and there being no 
serious dispute as to the similarity of the two marks, the only remaining 


question in issue between the parties is whether or not their goods are of 
the same descriptive properties within the meaning of the Trade-Mark Act. 


Then, after noting applicant’s argument based on the grounds 


that its preparation is an ethical remedy sold only on physicians’ 
prescriptions, while the goods of the opposer is a non-ethical remedy, 
the Assistant Commissioner said: 


I am unable to agree with applicant’s conclusion. As pointed out by 
the Examiner, applicant may change its trade practices at will; and while 
its product has not yet been marketed in a form to permit of self-adminis- 
tration, it is “a matter of common knowledge that pharmaceutical prepara- 
tions may at the commencement of their use in trade be restricted to 
prescription by physicians, but later may also be sold over the counter with- 
out such a prescription.” Moreover, while differences in methods of sale 
and in the classes of purchasers sought to be reached are doubtless of im- 
portance in determining the likelihood of confusion, I do not think these 
considerations alone are sufficient to warrant the conclusion that items so 
nearly identical in their essential characteristics as are those here involved 
do not in fact possess the same descriptive properties. 


He then, after noting that the opposer had made of record two 
registrations of the word “Anacin” and had unsuccessfully tried to 
prove that they owned them, said: 


. ...+ One of these registrations, issued November 19, 1918, and covering 
the specific goods in which opposer deals, was held by the Examiner of 


1 Red Star Yeast and Products Company v. Star Biscuit of America, 
Inc., Opp’n No. 15,331, 159 M. D. 1,013, November 8, 1937. 
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Interferences to be a bar to the registration of applicant’s mark “regard- 
less of whether or not the opposer’s proofs support its claim of ownership 
thereof.” Complaint is made of this ruling, but I think it was clearly right. 
It is well established that in an opposition proceeding the Examiner of In- 
terferences is charged with the duty of determining the registrability of an 
applicant’s mark irrespective of the grounds of opposition, and that in 
doing so resort may be had to third party registrations of marks con- 
sidered to be confusingly simulated. California Canneries Co. v. Lush’us 
Products Co., 18 C. C. P. A. 1,480, 49 F. (2d) 1,044 [21 T.-M. Rep. 520]. 


Interference—Evidence 


Frazer, A. C.: Held that priority of adoption and use was 
properly awarded to Philip Blum & Company, Inc., as assignee of 
National Brokerage Company, Inc., of the notation “Camp Nelson” 
as a trade-mark for whiskey, since the Kelly Liquor Company had 
established no actual use of the mark prior to the filing date of the 
application of the National Brokerage Company and had not estab- 
lished a transfer of the trade-mark rights from its alleged predeces- 
sor. 

In his decision the Assistant Commissioner, after stating that 
the only evidence offered to establish a transfer of title was a paper 
executed by Patrick J. Kelly as president of Kelly Brothers Com- 
pany and noting that Mr. Kelly is also president of the Kelly Liquor 
Company and the document recited that there had been a previous 


transfer to the latter company, said: 


I am clearly of the opinion that the instrument referred to affords no 
competent evidence in this proceeding that an assignment was made “on 
or about September 1, 1934,” or at any time prior to the date it bears. The 
rule here applicable is set forth in 22 Corpus Juris at page 859, as follows: 


“Whether or not a recital in a written instrument has any probative 
value depends largely upon whether or not the person against whom it is 
sought to be used is estopped to deny its truth, or has thereby made an 
admission of some kind; from which it results that while such recitals are 
competent evidence against parties to the instrument, or their privies, they 
are not competent as against strangers.” 


And then, noting that that rule had been approved by the 
Supreme Court and that Mr. Kelly, who was called as witness, had 


not testified about the assignment and that the Examiner of Inter- 


11 The Anacin Company v. The Wm. S. Merrell Company, Opp’n No. 
15,051, 159 M. D. 1,039, November 29, 1937. 
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ferences pointed out circumstances which he thought would indicate 
an intention to make the transfer, he said: 


It must be remembered, however, that as junior party Kelly Liquor 
Company had the burden of proof, and that any doubt created by its own 
record, or by the absence therefrom of material evidence within its control, 
must be resolved against it. In reaching the conclusion stated the Examiner 
appears to have disregarded this rule. 

As Kelly Liquor Company has failed to show an assignment from Kelly 
Brothers Company earlier than May 26, 1936, and did not begin to use the 
“Camp Nelson” trade-mark until October, 1934, which was a year later 
than the filing date of National Brokerage Company, Inc., it follows that 
as between these parties the latter was the first to adopt and use the mark. 
Many other questions are discussed in the briefs, but as what has been said 
disposes of the case they need not be considered here.'? 


Non-conflicting Marks 


Frazer, A. C.: Held that applicant is entitled to register the 
term “‘Solvoline,’”’ as a trade-mark for nonexplosive dry cleaning fluid 
notwithstanding the prior adoption, use and registration by opposer 
of the term “‘Solvite” as a trade-mark for a dry cleaning soap. In 
his decision the Assistant Commissioner said: 

Applicant’s dry cleaning fluid and opposer’s dry cleaning soap are un- 
questionably “merchandise of the same descriptive properties,” but they 
are nevertheless widely different in many of their essential characteristics. 
One is a liquid; the other a paste. The fluid is ready for use when pur- 
chased; the soap must first be dissolved in naphtha or gasoline. While it 
is perhaps possible that the two products could be used together, there is 


no evidence that they ever have been so used, nor is any reason suggested 
why they ever should be. 


As the goods of applicant and those of opposer are not the same, I 
think their marks are sufficiently dissimilar as to insure against any rea- 
sonable likelihood of confusion. 

Then, after referring to the decision of the Court of Customs 
and Patent Appeals in Vick Chemical Co. v. Thomas Kerfoot §& Co., 
23 C.C. P. A. 752, 80 F. (2d) 73 [26 T.-M. Rep. 29], in which it was 


held that the term ““Vapex”’ applied to an inhalant for the relief of 


head colds was not confusingly similar to the term “Vaporub” as 
applied to a rubifacient salve for the treatment of colds, he said: 


Manifestly there is as much difference between the words “Solvite” and 
“Solvoline” as there is between the words “Vapex” and “Vaporub,” and 


'2 Kelly Liquor Company v. National Brokerage Company, Inc. (Philip 
Blum & Company, Inc., Assignee, Substituted), Int. No. 2,744, 159 M. D. 
1,016, November 9, 1937. 
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as much difference between the two dry cleaning products of the instant 
case as between the two cold remedies with which the latter marks were 
used. It seems to me that the two cases are substantially parallel both as 


to marks and goods, and that the cited case lends ample support to the 
conclusion I have reached.!* 


Res Adjudicata 


Frazer, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for golf balls, the term 
“Vogue.” 

In his decision, after pointing out that as originally filed the mark 
was shown as “Vogue Air-Glide” with a disclaimer of the term 
‘“Air-Glide,” but subsequently an amendment was filed directing 
the removal from the drawing of the words “Air-Glide,” and stating 
that the Examiner of Trade-Marks had held the word “Vogue” to 
be descriptive of golf balls and in conflict with two registrations, 
one of the term “Vogue Set”’ and the other of the term “Vogue” each 
for golf balls, the latter registered under the Act of 1920, he further 


stated that the applicant requested interference with the “Vogue 


Set” registration and argued that “Vogue” had no bearing on ap- 
plicant’s right to register, and then said: 


I am unable to agree with the Examiner that the word “vogue” is 
descriptive of golf balls, and his holding to that effect is overruled. 

Nevertheless, applicant’s mark must be refused registration. The 
question of interference need not now be determined, because registration 
No. 293,205 precludes allowance of the application. The mere fact that it 
was issued under the 1920 Act does not justify the registration of an 
identical mark for identical goods under the 1905 Act. Applicant’s remedy, 
if it deems itself injured, is by petition for cancellation. 


He then, after stating that the mark would not be registrable 
even with the “Vogue” registration cancelled, said: 


Its right to such registration was before the Commissioner in the case 
of Ex parte Vogue Rubber Company, 156 M. D. 735 [21 T.-M. Rep. 571], 
and in a decision rendered September 23, 1931, it was held that the mark 
was unregistrable because “merely the name of a corporation.” That 
decision has long since become final and the question is res judicata." 


13C, E. Langfield v. James S. Brady, Opp’n No. 15,615, 159 M. D. 1,034, 
November 29, 1937. 

14 Ex parte Vogue Rubber Company, Ser. No. 349,905, 159 M. D. 980, 
September 10, 1937. 








